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Introduction
In December 2009, the Federal Circuit's Forest Group decision seemingly opened the flood gates for false marking complaints by
interpreting the false marking statute,1 to authorize fines up to $500 for every falsely marked article.2 Acknowledging the likely
"cottage industry" that might result, the Federal Circuit construed the false marking statute as explicitly permitting qui tam false
marking actions.3 The court went so far as to note that penalizing false marking on a per decision basis, rather than a per article
basis, "would not provide sufficient financial motivation for plaintiffs . . . to bring suit."4
As predicted, the number of false marking complaints dramatically increased following Forest Group. In 2010 alone, almost 800 new
false marking suits were filed. This contrasts with the roughly 30 suits filed in 2009.5 The trend continues, with approximately 200
new cases filed in the first quarter of 2011.6 It is noteworthy that a large proportion of the recent false marking complaints were filed
by so-called "marking trolls"—litigants who bring such suits for personal gain rather than as a result of competitive harm or injury.
In light of the potential for extremely high penalties given the new per article basis for calculating fines, companies who find
themselves on the defensive side of false marking suits have sought a variety of means for defending against them. These defenses
include, inter alia, motions to dismiss for lack of standing, personal jurisdiction, failure to state a claim, and of primary importance to
this article, challenges to § 292's constitutionality. Constitutional challenges have primarily focused on the "Take Care" and
"Appointments" Clauses of Article II of the U.S. Constitution. As discussed below, the question of § 292's constitutionality under the
"Take Care" Clause of Article II is of particular interest and is likely to be addressed by the Federal Circuit in the very near future.

Background
Title 35, United States Code, § 292 provides in relevant part:
(a) . . . . Whoever marks upon, or affixes to, or uses in advertising in connection with any unpatented article, the word "patent"
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or any word or number importing that the same is patented, for the purpose of deceiving the public . . . [s]hall be fined not more
than $500 for every such offense.
(b) Any person may sue for the penalty, in which event one-half shall go to the person suing and the other to the use of the
United States.7
Section 292(b) is one of only a few federal qui tam provisions, i.e., "a statute that authorizes someone to pursue an action on behalf
of the government as well as himself."8 On its face, § 292 permits "any person" to sue for a penalty of $500 for every false marking
offense with the caveat that any recovery is equally split with the United States.9 The most well-known qui tam statute, the False
Claims Act ("the FCA"),10 allows individuals to file actions against federal contractors claiming fraud against the government.11 The
act of filing such actions is informally called "whistleblowing." The premise of such actions is that the defendant has allegedly
committed a violation of law that causes harm to the government.12
As mentioned above, defendants faced with false marking suits have raised various constitutional challenges to § 292. In particular,
one such challenge that is garnering recent attention is the question of § 292's constitutionality under the "Take Care" Clause of
Article II of the Constitution. The Take Care Clause requires that the President "shall take Care that the Laws be faithfully
executed."13 Most questions regarding the statute's constitutionality focus on the specific provision that enables any person to sue
for the penalty (i.e., the qui tam provision). Until the U.S. District Court for the Northern District of Ohio's ("Northern District of Ohio")
decision in Unique Product Solutions, Ltd. v. Hy-Grade Valve, Inc.,14 no court, however, had found the statute unconstitutional
under the "Take Care" Clause.

Section 292's Delegation of Authority and the "Take Care" Clause
Plaintiff Unique Product Solutions, Ltd. ("Unique Product Solutions") filed a false marking complaint as a qui tam relator15 against
Defendant Hy-Grade Valve, Inc. ("Hy-Grade") in the Northern District of Ohio, in which it alleged that Hy-Grade falsely marked a
series of industrial valve products with an expired patent number. After solicitation by the court, Hy-Grade filed a motion to dismiss in
which it asserted that § 292 violates the Take Care and Appointments Clauses16 of the Constitution. Ultimately, the U.S. government
moved to intervene, and the court granted its motion to do so. In a March 14, 2011 Memorandum of Opinion and Order,17 the court
held that the qui tam provision of 25 U.S.C. § 292(b) was unconstitutional and dismissed Unique Product Solutions' complaint with
prejudice.18
The question posed by Hy-Grade's challenge was whether the Executive Branch lacks sufficient control over litigation in which the
United States is the real party in interest. The court noted that neither the U.S. Supreme Court nor the Federal Circuit has directly
addressed this issue.19 To answer the question raised, the court looked to the Supreme Court's "sufficient control" test, discussed
in Morrison v. Olson.20 In Morrison, the Court examined the constitutionality of the Ethics in Government Act of 1978 ("the EGA")21
under the constitutional principle of separation of powers.22 Although the Court did not specifically address the Take Care Clause in
finding the EGA constitutional, an important component of the Court's decision was features of the Act which "give[] the Executive
Branch sufficient control over the independent counsel to ensure that the President is able to perform his constitutionally assigned
duties."23
To connect the Supreme Court's analysis in Morrison to the Take Care Clause, the district court relied on the U.S. Court of Appeals
for the Sixth Circuit's decision in United States ex rel. Taxpayers Against Fraud v. General Electric Co.,24 in which the Sixth Circuit
applied the separation of powers analysis to the Take Care Clause in upholding the constitutionality of the qui tam provisions of the
FCA.25 Similar to the Court in Morrison, the Sixth Circuit relied on several features of the FCA in concluding that it was "crafted with
particular care to maintain the primacy of the Executive Branch in prosecuting false-claims actions."26

3

The FCA is "the benchmark for evaluating other statutes claimed to be qui tam statutes."27 Thus, the Unique Product Solutions court
compared the provisions of the FCA that permit Executive Branch control of the prosecutorial powers of qui tam relators with the
provisions of § 292 in concluding that the false marking statute lacks the necessary safeguards constitutionally required by the Take
Care Clause. Under the FCA, for example, the government retains the right (1) to be notified of the filing of the case before the
defendant is served; (2) to intervene as a matter of right within 60 days of the commencement of the action or for good cause
thereafter; (3) to take primary responsibility for prosecuting the action if it intervenes and to limit the relator's participation; (4) to move
for dismissal or settlement and to prevent dismissal by the relator; and (5) to not be bound by the relator's actions if it intervenes.28
In contrast to the FCA, § 292 contains no similar notice and control provisions: (1) there is no requirement that the government be
served with the complaint or any relevant pleadings; (2) the Director of the U.S. Patent and Trademark Office is notified, but the
statute under which the cause of action is brought is not a required component of the notice; (3) the case can be litigated without any
control or oversight by the Department of Justice; (4) the government has no statutory right to intervene nor does it have a right to
limit the participation of the relator; (5) the government does not have the right to stay discovery or dismiss the action; and (6) the
relator may settle the case and bind the government without any involvement or approval by the Department of Justice.29 Given the
absence of any effective governmental control over an action arising under § 292, the court concluded that § 292 was
unconstitutional under the Take Care Clause because it intrudes on the Executive's Article II power and interferes with the
President's constitutionally assigned duties.30

Other Steps to Limit False Marking Suits
In light of the Federal Circuit's Forest Group decision and the later-decided Stauffer v. Brooks Brothers, Inc. decision,31 it might
appear that the Federal Circuit is encouraging false marking suits. The Federal Circuit's recent decision in In re BP Lubricants USA
Inc.,32 applying Fed. R. Civ. P. 9(b)'s particularity requirement to false marking claims,33 however, shows that such a conclusion
may be an overstatement. In In re BP Lubricants, the Federal Circuit granted in part a writ of mandamus in which it ordered the
district court to dismiss a false marking claim without prejudice because the plaintiff failed to allege any facts inferring that the
defendant was aware of the patent's expiration.34
Beyond the courts, members of Congress, whether out of concern for the constitutionality of the §292(b) or the increased volume of
qui tam false marking suits, are weighing in too. On March 8, 2011, the Senate passed the Patent Reform Act of 2011 (S. 23). While
the bill contains the perennial provisions on issues such as shifting to a first-to-file system, it also proposes two significant
amendments to the false marking statute. First, "[o]nly the United States" would be able to "sue for the penalty authorized by . . .
subsection" (a).35 Second, subsection (b) would be replaced with a clause allowing any person "who has suffered a competitive
injury as a result of a violation of this section" to "file a civil action . . . for recovery of damages adequate to compensate for the
injury."36
A similar bill with these same proposed amendments to § 292, H.R. 1249, was introduced in the U.S. House of Representatives on
March 30, 2011.37 On April 14, 2011, the House Judiciary committee voted in favor of the bill (with Manager's Amendment).38 If
passed, these amendments may change the qui tam nature of § 292 and thus, indirectly address the constitutionality issue. Even
though it remains unclear whether the patent reform and proposed amendments of § 292 will become law, it appears that the pace
of new false marking suit filings has recently slowed.39

Further Division in the District Courts
As mentioned above, Unique Product Solutions was the first decision to hold § 292(b) unconstitutional under the Take Care Clause.
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In so doing, the district court rejected the U.S. District Court for the Eastern District of Virginia's decision in Pequignot v. Solo Cup
Co.,40 in which the Eastern District of Virginia upheld the constitutionality of § 292 in the face of a constitutional challenge under the
Take Care Clause. By rejecting the Eastern District of Virginia's rationale, the Unique Product Solutions court created a split among
the district courts with respect to the constitutionality of § 292.
Recently, the U.S. District Courts for the Northern District of Illinois and the Southern District of New York indicated their
disagreement with the Unique Product Solutions decision, choosing instead to uphold the constitutionality of § 292 under the Take
Care Clause.41 In so doing, each court indicated that it agreed with Pequignot's rationale.42 Thus, while the constitutionality
determination in Pequignot was not appealed to the Federal Circuit,43 Unique Product Solutions is currently pending before the
appellate court and a decision on § 292's constitutionality under the Take Care Clause should be forthcoming.44

Conclusion
Interestingly, the Federal Circuit may not wait for Unique Product Solutions to address the question of § 292's constitutionality under
the Take Care Clause. In FLFMC, LLC v. Wham-O, Inc.,45 FLFMC, LLC ("FLFMC") appeals the district court's dismissal of its false
marking case for lack of standing. Wham-O's motion to dismiss, however, raised arguments under Fed. R. Civ. P. 12(b)(6) for
failure to state a claim, as well as challenges to the constitutionality of § 292 under the "Take Care" and "Appointments" Clauses of
the Constitution.46 In granting Wham-O's motion, the district court only addressed Wham-O's standing arguments, which were
principally based on the rationale rejected by the Federal Circuit in Stauffer.47 Recognizing that the district court's standing rationale
was rejected by Stauffer, Wham-O relied primarily on its constitutionality challenge to § 292 in its appellate brief. Thus, while the
Federal Circuit may address the constitutionality question as an alternative argument for affirmance, the court could also decide not
to address the issue in the first instance on appeal and instead reverse and remand in light of Stauffer.48
Accordingly, it may be a race between the Federal Circuit and Congress in deciding § 292's fate. Whether the statute may be the
subject of Congressional amendments or whether the Federal Circuit will consider the constitutional question in Wham-O or wait for
Unique Product Solutions, only time will tell. And, even if Congress amends § 292, an interesting question may still await as to
whether such amendments remedy the potential constitutional infirmities under the Take Care Clause of the Constitution.
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