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I. Introduction
Following the Federal Circuit's 2009 Forest Group decision,1 and continuing after Stauffer v. Brooks Brothers, Inc.,2 the number of
false marking complaints under 35 U.S.C. § 292 vastly increased.3 Some predicted this trend, for even the Federal Circuit
acknowledged that a "cottage industry" might result following its expansive interpretation that § 292 authorizes fines up to $500 for
every falsely marked article.4
This expansion, however, has been met by corresponding efforts—by the courts and Congress—to curb the number of false
marking complaints. In particular, challenges to the constitutionality of § 292, such as that raised in the Northern District of Ohio's
decision in Unique Product Solutions,5 as well as proposed Congressional amendments and the recent Federal Circuit decision in
In re BP Lubricants USA Inc.,6 may result in a contraction of these actions. Whether any judicial change or potential congressional
alteration impacts the trend has yet to be seen.7

II. Background
Title 35, United States Code, § 292 provides in relevant part:
(a) . . . . Whoever marks upon, or affixes to, or uses in advertising in connection with any unpatented article, the word "patent"
or any word or number importing that the same is patented, for the purpose of deceiving the public . . . [s]hall be fined not more
than $500 for every such offense.
(b) Any person may sue for the penalty, in which event one-half shall go to the person suing and the other to the use of the
United States.8
Section 292(b) is a federal qui tam provision, i.e., "a statute that authorizes someone to pursue an action on behalf of the
government as well as himself."9 Underlying a qui tam action is the premise that a violation of law harms the government.10 "The
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two elements of a § 292 false marking claim are (1) marking an unpatented article and (2) intent to deceive the public."11

III. The Federal Circuit Expands False Marking Cases
As noted above, the Federal Circuit's Forest Group decision interpreted § 292 as authorizing a penalty for each and every falsely
marked article.12 Prior to Forest Group, the penalty for false marking was often assessed on a per decision basis to falsely mark or
as a continuous act of false marking, whether it was a single article that was marked or millions of articles.13
In Stauffer v. Brooks Brothers, Inc., the Federal Circuit reaffirmed its expansive interpretation of claims under § 292, holding that a
relator can establish standing based on the United States' implicit assignment of its damages claim to "any person."14 In other
words, a complainant need not suffer a personal injury to bring a false marking complaint.15 Thus, the door was now open to any
potential plaintiff seeking damages based on every article allegedly falsely marked.

IV. Judicial and Congressional Attempts to Restrict False Marking Claims
A recent decision by the Federal Circuit, however, indicates that the court is willing to put some limitations on the ability of
complainants to assert false marking claims. In In re BP Lubricants, the Federal Circuit held that Fed. R. Civ. P. 9(b)'s particularity
requirement applies to false marking claims and that a complaint must provide "some objective indication to reasonably infer that the
defendant was aware that the patent expired."16 Following In re BP Lubricants, the majority of district courts considering motions to
dismiss false marking complaints under Rule 9(b) granted the motions without prejudice.17
In Unique Product Solutions, the Northern District of Ohio held that the qui tam provision of 25 U.S.C. § 292(b) was unconstitutional
because it violates the Take Care Clause of the U.S. Constitution. Specifically, the court held that "the government lacks sufficient
control to enable the President to 'take Care that the Laws be faithfully executed.'"18 In reaching that result, the district court rejected
the rationale from Pequignot v. Solo Cup Co.,19 in which the U.S. District Court for the Eastern District of Virginia upheld the
constitutionality of § 292 under the Take Care Clause. As such, Unique Product Solutions created a split among the district courts
with respect to the constitutionality of § 292.20 Unique Product Solutions is currently pending before the Federal Circuit and a
decision on § 292's constitutionality under the Take Care Clause should be forthcoming.21
Beyond the courts, members of Congress, whether out of concern for the constitutionality of § 292(b) or motivated by the increased
volume of qui tam false marking suits, have also voiced their concerns. Both the U.S. Senate and House of Representatives have
proposed changes to § 292 that may reduce the number of false marking complaints.22 Accordingly, it may be a race between the
Federal Circuit and Congress in deciding § 292's fate.

V. Conclusion
Thus, while the Federal Circuit's Forest Group and Stauffer decisions resulted in a dramatic increase of false marking complaints,
its recent decision in In re BP Lubricants along with the unconstitutionality holding in Unique Product Solutions may ultimately stem
the tide of false marking complaints. Many are also watching the proposed congressional changes with heightened interest because
the proposed changes not only affect § 292, but U.S. patent law on a much broader scale. Whether the statute may be the subject of
Congressional amendments or whether the Federal Circuit will consider the constitutional question first, only time will tell.
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