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Accelerated Examination v. Prioritized Examination  

The Leahy-Smith America Invents Act (AIA) provides for the establishment of a program to allow the 

expedited examination of patent applications.
1
 The U.S. Patent and Trademark Office (USPTO) 

refers to this program interchangeably as Prioritized Examination and Track I.
2
 However, expedited 

examination is not a new concept. In addition to Prioritized Examination, the USPTO provides 

another expedited examination process known as Accelerated Examination.
3
 Prioritized Examination 

does not replace Accelerated Examination, but rather offers applicants an additional option for 

expedited examination.  

So which is the best option for having applications examined quickly? This article considers the 

differences between these two programs in order to address this question. A point-bypoint 

comparison is provided in Table 1. 

Application Requirements  
 

Perhaps the most significant difference between Accelerated Examination and Prioritized 

Examination are the additional filing requirements for an Accelerated Examination application. 

Notably, these requirements can be a source of prosecution history estoppel.  

When filing an application under Accelerated Examination, an applicant must include, among other 

documents, a Statement of Pre-Examination Search, and an Accelerated Examination Support 

Document.
4

 To this end, the applicant must conduct (or engage a search firm to conduct) a search 

on the patentability of each of the filed claims. The Statement of Pre-Examination Search must 

identify the databases searched and the searching methods used, and must disclose any relevant 

references discovered.
5
 In addition, the applicant must prepare the Accelerated Examination Support 

Document, which identifies the references most closely related to the claims, discloses which 

references teach which claimed features, and sets forth the applicant’s arguments for the 

patentability of each claim.  

The Statement of Pre-Examination Search and the Accelerated Examination Support Document 

both have the potential to create prosecution history estoppel. Particularly, the applicant is admitting 

to the relevance of the references cited therein, and the relation of these references to the claims. 

Thus, an applicant should evaluate the risk of such estoppel before proceeding with an Accelerated 

Examination filing. For many applicants, this risk of estoppel may override any other considerations 

that favor Accelerated Examination.  

In contrast to Accelerated Examination, filing an application under Prioritized Examination requires 

only a Certification and Request for Prioritized Examination, that the Oath is filed with the 

application, and upfront payment of the publication fee.
6 

Indeed, Prioritized Examination creates no 

more estoppel than regular examination. 
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Cost 
 

Another difference between Accelerated Examination and Prioritized Examination is the total cost of 

preparing and filing applications. In many cases, the cost of preparing an Accelerated Examination 

application may exceed that of preparing a Prioritized Examination application. On the other hand, 

the cost of filing an Accelerated Examination application is significantly lower than that of filing a 

Prioritized Examination application.  
 

More specifically, between the Statement of Pre-Examination Search and Accelerated Examination 

Support Document, filing an application under Accelerated Examination is similar to preparing both 

an Office Action (usually the responsibility of an Examiner at the USPTO) and a Response to the 

Office Action, all before the application is filed. Thus, the preparation of these documents will entail 

an additional cost that should be considered by applicants. By comparison, preparing an application 

for Prioritized Examination is in most respects identical to preparing an application for standard 

examination. As noted above, there are few additional requirements associated with filing a 

Prioritized Examination application, and therefore few additional preparation costs.  

On the other hand, USPTO fees for filing an Accelerated Examination Application are significantly 

lower than those for filing an application under Prioritized Examination. Accelerated Examination 

requires only a $130 fee in addition to the regular filing, search, and examination fees.
7

 Prioritized 

Examination requires a special $4800 fee and the up-front payment of the $300 publication fee 

(regardless of whether or not non-publication is requested) as well as the regular fees.
8 
 

Thus, despite the significantly lower cost of filing an application under Accelerated Examination, the 

total cost of preparing an application for Accelerated Examination could equal or, in some cases, 

exceed the total cost of preparing and filing an application under Prioritized Examination. 

Accordingly, when deciding between Accelerated Examination and Prioritized Examination, 

applicants should weigh the preparation costs involved in Accelerated Examination against the 

USPTO fees for Prioritized Examination.  
 

On the other hand, Accelerated Examination may result in lower overall prosecution costs, as the 

process of preparing the Statement of Pre-Examination Search and Accelerated Examination 

Support Document may result in applicants seeking more focused claims. Consequently, fewer 

office actions and responses may be required before an application is allowed, resulting in an overall 

prosecution cost that may be commensurate with that of a non-expedited application.  

Claim Requirements  

 
Accelerated Examination applications are limited to 3 independent claims and 20 total 

claims.
9

 Prioritized Examination applications are allowed up to 4 independent claims and up 

to 30 total claims.
10

 Depending on the nature of the application, some applicants may desire 

the higher number of claims allowed by Prioritized Examination.  
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Requests for Continued Examination and Notices of Appeal  
 

Another significant difference between applications filed under Accelerated Examination and those 

filed under Prioritized Examination are the options to file a Request for Continued Examination 

(RCE) and a Notice of Appeal.  

For applications filed under Accelerated Examination, expedited examination of the application will 

continue after an RCE is filed and if prosecution is re-opened after a Notice of Appeal is filed.
11

 By 

contrast, in Prioritized Examination the filing of an RCE or Notice of Appeal results in loss the 

application’s status under Prioritized Examination.
12

 That said, it is possible to pay another 

Prioritized Examination fee of $4800, as noted above, to reinstate the application’s status under 

Prioritized Examination after the filing of an RCE (but not after the filing of a Notice of Appeal).
13 

 

Time-to-Allowance and Examiner Cooperation  

 

A number of attorneys and agents at MBHB have successfully prosecuted Accelerated Examination 

applications to allowance. We have observed a very short time-toallowance for this type of 

application, including a number of first-action allowances. Additionally, we have observed a high 

level of Examiner cooperation. In particular, many Examiners seem eager to work with the applicant 

to find allowable subject matter.  

We do not yet know whether a similarly favorable time-to-allowance and level of examiner 

cooperation will exist for Prioritized Examination applications. However, in a recently-released report 

on the Prioritized Examination program, the USPTO has indicated that on average, a first Office 

Action is mailed 66.4 days after a Prioritized Examination application is filed.
14 

 

As a practice note, it is important to remember that the filing receipt of a Prioritized Examination 

application will not indicate whether the application has been approved for the program, or whether it 

is in the program at all. Instead, an additional “Decision for Granting Request for Prioritized 

Examination” will be mailed approximately 30 days after the filing receipt is mailed.  

Number of Applications  
 

Still another notable difference between Accelerated Examination and Prioritized Examination is the 

number of applications the USPTO allows to be filed under each program. An unlimited number of 

cases can be filed under Accelerated Examination in any year. However, the Prioritized Examination 

program is limited to 10,000 applications per USPTO fiscal year, which runs until October 1.
15 

That 

said, as of January 4, 2012, only 980 cases have been filed under Prioritized Examination for the 

current fiscal year.
16

 At this rate, the limit is not likely to be met.  
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Insight from MBHB’s Accelerated Examination Practice  

 

As noted above, attorneys and agents at MBHB have prosecuted a number of Accelerated 

Examination applications. Based on this experience, we have compiled the following pointers 

for the preparation and filing of Accelerated Examination applications. 

 

We have observed that USPTO Examiners can be inconsistent in their adherence to the 

Accelerated Examination procedures outlined in the Examiner’s Checklist for Accelerated 

Examination. In particular, we’ve observed that some Examiners will strictly review the Pre-

Examination Search Statement and Accelerated Examination Support Document, which can 

result in petitions for Accelerated Examination to be rejected for seemingly minor reasons. 

Applicants have only one chance to correct these documents and remain under Accelerated 

Examination. A second rejection will cause an application to lose its status as an Accelerated 

Examination application. Below is a sampling of pitfalls to avoid in preparing these documents. 

 

Pre-Examination Search  
 

The Examiner’s checklist specifies that the Pre-Examination Search must “be directed to the claimed 

invention and encompass all of the features of the claims, giving the claims the broadest reasonable 

interpretation” and further must “encompass the disclosed features that may be claimed.” Some 

Examiners have interpreted this language to require that the applicant search not only the limitations 

of all of the independent claims, but also the limitations of all of the dependent claims. For this 

reason, it is perhaps advisable to perform a Pre-Examination Search after finalizing the claim listing 

for an application, to ensure that all of the claims, and the exact language of the claims, is the 

subject of the search.  

 

Accelerated Examination Support Document  

 

Additionally, the Examiner’s checklist specifies that the Pre-Examination Search must include a 

“detailed explanation of how each claim is patentable over the references cited with particularity ....” 

Some Examiners have interpreted this language to require that the applicant argue for the 

patentability of each dependent claim as well as each independent claim. Thus, the Accelerated 

Support Document may generate more prosecution history estoppels than a typical Office Action 

Response. For this reason, we believe that Prioritized Examination is a better choice for most 

applications.  
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Table 1: Comparison of Accelerated and Prioritized Examination  
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Michael D. Anderson, an MBHB law clerk, provides technological advice in support of validity, infringement, 

and patentability analysis in the area of electrical engineering.  

andersonm@mbhb.com  
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Michael D. Clifford, an MBHB partner, has experience that encompasses all aspects of patent law, including 

the preparation and prosecution of patent applications; validity, infringement and patentability opinions and 

analyses; and representation of both patent holders and accused infringers in patent litigation.  

clifford@mbhb.com  

A. Gracie Klock, an MBHB technical advisor, provides technological advice in support of validity and 

patentability analyses in the area of electrical engineering with respect to the preparation and prosecution of 

patent applications.  

klock@mbhb.com  
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