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Singapore Lam Chung Nian and Jeffrey Lim WongPartnership LLP 229

Slovenia Nina Drnovšek Law Office Drnovšek LLC 234

South Africa Debbie Marriott, Eugene Honey and Craig Shapiro Adams & Adams 240

Switzerland Brendan Bolli, Barbara Gehri and Felix Locher E Blum & Co AG 246

Taiwan Fali Lin and Michael Zuck Formosa Transnational, Attorneys at Law 252

Turkey Korcan Dericioglu Dericioglu & Yasar Law Office 258

United Kingdom Sarah Hadland, Isabel Davies, Holly Strube and Chloe Fernandez Boyes Turner 265

United States Michelle Mancino Marsh and Stuart J Sinder Kenyon & Kenyon LLP 272

Uruguay Martin Pittaluga and Fernanda Alonso Durán Pittaluga Abogados 279

Venezuela Maria Nebreda Hoet Pelaez Castillo & Duque 284

Vietnam Duong Thanh Long and Doan Phuong Thao Aliat Legal 290 

Trademarks 2013

Contributing editors 
Stuart J Sinder and  
Michelle Mancino Marsh  
Kenyon & Kenyon LLP 

Business development managers 
Alan Lee 
George Ingledew 
Robyn Horsefield 
Dan White

Marketing manager 
Rachel Nurse

Marketing assistants 
Megan Friedman 
Zosia Demkowicz 
Cady Atkinson 
Robin Synnot

Admin assistants 
Parween Bains 
Sophie Hickey

Marketing manager (subscriptions) 
Rachel Nurse 
Subscriptions@
GettingTheDealThrough.com

Assistant editor 
Adam Myers

Editorial assistant 
Lydia Gerges

Senior production editor  
Jonathan Cowie

Chief subeditor 
Jonathan Allen

Senior subeditor 
Caroline Rawson
Subeditor 
Davet Hyland

Editor-in-chief 
Callum Campbell

Publisher 
Richard Davey

Trademarks 2013 
Published by  
Law Business Research Ltd 
87 Lancaster Road  
London, W11 1QQ, UK 
Tel: +44 20 7908 1188 
Fax: +44 20 7229 6910 
© Law Business Research Ltd 2012 

No photocopying: copyright licences 
do not apply.

ISSN 1745-4638

The information provided in this 
publication is general and may not apply 
in a specific situation. Legal advice should 
always be sought before taking any legal 
action based on the information provided. 
This information is not intended to 
create, nor does receipt of it constitute, a 
lawyer–client relationship. The publishers 
and authors accept no responsibility for 
any acts or omissions contained herein. 
Although the information provided is 
accurate as of September 2012, be 
advised that this is a developing area.

Printed and distributed by 
Encompass Print Solutions 
Tel: 0844 2480 112

CONTENTS

®

Law
Business
Research
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Kosovo
Tamara Bubalo

Karanović & Nikolić

1 Ownership of marks

Who may apply?

Any natural or legal person (or an undertaking that is not a legal 
person if it has the legal capacity to acquire rights and incur liabilities) 
may apply for the registration of a mark in Kosovo. Foreign parties 
in Kosovo enjoy the same rights regarding trademark protection as 
do domestic parties, should such rights derive from international 
treaties or the principle of reciprocity. However, the party claiming 
reciprocity has to prove its existence. Additionally, that foreign 
parties have to be represented in proceedings before the Kosovo 
Patent Office by a professional representative who has a BA degree 
in law and is registered in the appropriate register maintained by 
Patent Office, or by a domestic legal practitioner.

2 Scope of trademark

What may and may not be protected and registered as a trademark?

Under the Kosovo Law on Trademarks, trademark protection shall 
be offered to any signs, particularly words, including personal 
names, designs, letters, numerals, audio marks, three-dimensional 
configurations, including the shape of goods or their wrapping or 
other packaging, including colours, or combinations of colours, 
that are capable of distinguishing the goods or services of one 
undertaking from those of another.

However, a sign that consists exclusively of a shape shall not be 
protected as a trademark if such shape results from the nature of 
the concerned good itself, is necessary to obtain a technical result, 
or gives substantial value to the concerned good. 

At present the following cannot be registered:

that may serve, in trade, to designate the kind, quality, quantity, 
intended purpose, value, geographical origin, the time of pro-
duction of the goods or of the rendering of the services, or to 

have become common in the current language or are used con-

goods nature, the shape of goods which is necessary to obtain a 
technical result, the shape which gives substantial value to the 

expected to deceive the public, in particular, as to the nature, 

of a geographical indication which identifies such wines or alco-

-
gin or a geographical indication with effect in the territory of 
the Republic of Kosovo, if application for registration of the 
trademark has been submitted after application for registration 
of a denomination of origin or a geographical indication and it 
is in application request for registration of geographical indica-
tion, determined by respective legislation, basis of such denomi-
nations are registered for types of similar goods.

3 Common law trademarks

Can trademark rights be established without registration?

For certain marks considered as famous marks, it is possible to 
establish trademark rights even without their registration. However, 
we do recommend that such marks are registered in Kosovo. 

4 Registration time frame and cost

How long does it typically take, and how much does it typically cost, to 

obtain a trademark registration? 

The trademark registration procedure, where a mark is not found 
to be in opposition to any other previously registered trademark, 
usually takes somewhere from six to 12 months.

However, please note that should there be a parallel court 
procedure initiated, the registration procedure may be extended by 
several years, since the registration procedure is suspended until a 
decision is rendered in the court proceedings. 

The average total cost for the registration proceedings is 
approximately €160.

5 Classification system

What classification system is followed, and how does this system 

differ from the International Classification System as to the goods and 

services that can be claimed?

The classification system applicable in Kosovo is the International 
Classification of Goods and Services under the Nice Agreement, 
containing 34 classes of goods and 11 classes of services.
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6 Examination procedure

What procedure does the trademark office follow when determining 

whether to grant a registration? Are applications examined for 

potential conflicts with other trademarks? May applicants respond to 

rejections by the trademark office?

The examination report consists of formal requirements and of 
material conditions for the trademark registration. 

Formal examination consists of verifying the validity of the 
filed trademark application (consisting of the trademark application 
form, the mark claimed, list of goods and services to which the mark 
applies, and power of attorney should the applicant be represented 
by someone). 

Where the examiner finds that an application is invalid, the 
examiner will send an examination report to the applicant specifying 
the irregularities noted and inviting the applicant to remedy the 
deficiencies within a provided time limit.

If the applicant fails to remedy the deficiencies in the application 
within the time limit assigned, or if the applicant fails to pay the fee 
for remedying the deficiencies, the examiner will issue a procedural 
order rejecting the application.

Material examination takes place once the application is found 
to be in good order. The material examination procedure aims 

previously registered trademarks. If there are objections, the Patent 
Office will notify the applicant of this in writing, asserting the 
reasons why the mark cannot be registered and asking the applicant 
to submit its comments within the specified time limit of 60 days. 
If the applicant does not act upon the Patent Office’s request, or if 
it does but the Patent Office nevertheless finds that the mark may 
not be registered, it will decide to reject the application. The Patent 
Office can also decide to accept the application partially.

7 Use of a trademark and registration

Does use of a trademark or service mark have to be claimed before 

registration is granted or issued? Does proof of use have to be 

submitted? Are foreign registrations granted any rights of priority? If 

registration is granted without use, is there a time by which use must 

begin either to maintain the registration or to defeat a third-party 

challenge on grounds of non-use?

Use of a mark prior to registration is not mandatory. However, 
following the trademark registration, its use is compulsory. The 
Patent Office may, at the request of an interested party, terminate 
a trademark if the trademark holder or authorised person fails, 
without a justified reason, to use the trademark on the domestic 
market for an uninterrupted five-year period as of the day on 
which the trademark was registered, or from the day of its last use. 
In such a case, the burden of proof is on the trademark holder, so 
the trademark holder or authorised person must prove that the 
trademark has been used. Advertising the registered trademark 
without the possibility of supplying the goods or using the services 
for which the trademark was registered, payment of the fees for 
extending trademark validity or concluding contracts regarding the 
trademark, such as assignment contract or licence agreement, will 
not be considered as trademark ‘use’.

8 Appealing a denied application

Is there an appeal process if the application is denied?

Where an application is denied, an appeal may be filed with the 
administrative court within three months as of the date the Patent 
Office decision was made.

In the appeal proceedings, the Patent Office is entitled to 
voluntarily appear and be heard or may be compelled to do so by 
the court. 

9 Third-party opposition

May a third party oppose registration, or seek cancellation of a 

trademark or service mark? What are the primary bases of such 

challenges, and what are the procedures?

The Patent Office may, upon a request filed by an interested party, 
pass a decision on a trademark termination on the following 
grounds:

-
tical to the goods or services covered by a trademark filed or 

-
istered earlier and the goods or services covered by both trade-
marks are similar or identical, there is a reasonable likelihood of 
confusion on the part of the public, including the likelihood that 
the public will associate the trademark for which registration is 

a reputation in Kosovo, and

advantage of, or be detrimental to, the distinctive character or 
reputation of a trademark filed or registered earlier.

There is no specific procedure for the filing of opposition other than 
the ordinary filing procedure before the Patent Office.

10 Duration and maintenance of registration

How long does a registration remain in effect and what is required 

to maintain a registration? Is use of the trademark required for its 

maintenance? If so, what proof of use is required?

The trademark lasts for 10 years as of the date of filing of the 
application for registration, and is indefinitely renewable for further 
10-year periods upon payment of prescribed administrative fees. A 
request for trademark renewal should be filed with the Patent Office 
before the expiration of the current 10-year term and upon the 
information provided by the Patent Office

11 The benefits of registration

What are the benefits of registration?

The benefits of registering a trademark are multiple, but the main 
benefit is protection. The trademark holder has the exclusive right 
to use the trademark for goods or services to which it relates, and 
to prohibit others from unauthorised use of an identical or similar 
mark for marking identical or similar goods or services, if such could 
cause confusion in commerce.

12 Licences

May a licence be recorded against a mark in the jurisdiction? Are there 

any benefits to doing so or detriments to not doing so?

Yes, it is possible to record a licence against a mark in Kosovo.  A 
licence to use a registered trademark may be general or limited. 
It must be in writing, signed by or on behalf of the grantor of the 
licence and entered into an appropriate register upon the payment 
of administrative fees.

The Law on Trademarks also defines an exclusive licence which 
refers to a licence (whether general or limited) authorising the  
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licensee, to the exclusion of all other persons, including the grantor 
of the licence, to use a registered trademark in the manner author-
ised by the licence.

The benefit of registering a trademark licence before the appro-
priate registrar of the competent authority is that it shall produce an 
effect in relation to third parties.

13 Assignment

What can be assigned?

All trademarks or a right from an application may be assigned by 
a contract for all or part of the goods or services for which it is 

assets need to be assigned to make it a valid transaction. Even though 
it is not mandatory to register the assignment, we strongly suggest 
that it be registered. Once registered the assignment can produce 
legal effects with regards to third parties, and the assignee is formally 
conferred all the rights stipulated by the assignment.

A trademark holder or applicant may assign the trademark or 
the right (or both) in the trademark application on the basis of an 
assignment in respect of all or some of the goods and services.

The assignment agreement needs to be drawn up in writing and 
it shall contain: the date of signing the agreement, name and surname 
or business name, domicile or residence or seat of the contractual 
parties, the trademark registration number or the number of the 
trademark application and the amount of the fee, if stipulated.

Registration of the assignment of a trademark or the rights 
arising from the application shall not be granted if such assignment 
is liable to cause confusion in trade in respect of the type, quality or 
geographical origin of the goods or services for which the trademark 
has been registered or in respect of which the trademark application 
has been filed, unless the assignee disclaims protection for the goods 
or services in respect of which there is a likelihood of confusion.

Registration of the assignment of a trademark or the rights 
arising from an application that refers only to certain goods or 
services shall not be approved where the goods or services being 
assigned are essentially similar to the goods or services in respect of 
which the mark remains registered for the benefit of the assignor.

14 Assignment documentation 

What documents are required for assignment and what form must 

they take?

Documents required for the registration of assignment before the 
Patent Office are the assignment form, the evidence of legal grounds 
for assignment such as the assignment contract and the power 
of attorney should the request be filed through a representative 
(legalisation and notarisation of the power of attorney are not 
required). 

15 Validity of assignment

Must the assignment be recorded for purposes of its validity?

In order to be effective against third parties, the assignment contract 
must be in writing and must be entered into the appropriate 
trademark register at the Patent Office at the request of a contracting 
party. 

16 Security interests

Are security interests recognised and what form must they take? 

Must the security interest be recorded for purposes of its validity or 

enforceability?

Trademarks can be transferred as means of a security interest. Even 
though it is not mandatory to register the security interest over a 
trademark, we strongly suggest that it is registered. 

A security interest over a trademark is registered with the 
appropriate trademark register held at the Patent Office by filing a 
corresponding form, containing, among other things, a description 
of the security to be registered. Alongside the form should be 
provided the evidence of legal grounds for the registration of the 
security interest, such as an agreement, and the power of attorney in 
the case of a designated attorney. 

Please note that there is no specific provision providing for the 
mandatory notarisation of any of the above-mentioned documents.  

17 Markings

What words or symbols can be used to indicate trademark use or 

registration? Is marking mandatory? What are the benefits of using 

and the risks of not using such words or symbols?

No words or symbols are necessary to indicate trademark use or 
registration, hence the marking is not mandatory. However, if the 
reproduction of the protected mark in a dictionary, encyclopaedia or 
similar publication creates an impression that the mark is a generic 
term for goods or services for which that mark has been protected, 
the trademark holder may request the publisher to show that in the 
following edition, at the latest, the mark is accompanied with the 
symbol ‘®’ as an indication clarifying that it is a protected mark. 
Therefore, words and symbols are not obligatory, but may be used 
as an indication that a mark is registered.

18 Trademark enforcement proceedings

What types of legal or administrative proceedings are available to 

enforce the rights of a trademark owner against an alleged infringer or 

dilutive use of a mark, apart from previously discussed opposition and 

cancellation actions? Are there specialised courts or other tribunals? 

Is there any provision in the criminal law regarding trademark 

infringement or an equivalent offence?

As is the case in neighbouring jurisdictions, border control 
mechanisms are also available to trademark holders. This means that 
trademark holders, applicants or exclusive licence holders may file a 
demand for trademark protection at a state border with the customs 
authorities. The customs authorities are empowered, ex officio or 
upon request of the trademark holder, to temporarily seize all goods 
that are either the object or means of an IP rights infringement, 
whenever there is prima facie evidence establishing that an IP right 
has been infringed, irrespective of whether they perform supervision 
ex officio. 

It is possible to file an opposition in the case of trademark dilu-
tion by any person or undertaking by giving written notice of such 
opposition to the Patent Office within three months’ from the pub-
lication of the trademark application in the Official Bulletin. The 
written notice of opposition must include a statement of the grounds 
of opposition.
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19 Procedural format and timing

What is the format of the infringement proceeding?

Infringement proceedings are started by the filing of a complaint 
with the competent court. The infringement complaint is usually 
filed with a demand for a preliminary injunction. After receiving 
such a complaint, the court quickly decides on the preliminary 
injunction. Furthermore, before rendering the final decision on the 
complaint, the court schedules a hearing to receive the statements of 
the parties. The judge will schedule as many hearings as is deemed 
necessary before rendering a decision. The infringement proceedings 
usually last approximately one year.

20 Burden of proof

What is the burden of proof to establish infringement or dilution?

In infringement proceedings, the burden of proof is on the trademark 
holder: the holder has to prove that its intellectual property rights 
have been infringed.

21 Standing

Who may seek a remedy for an alleged trademark violation and under 

what conditions? Who has standing to bring a criminal complaint?

An infringement action or a criminal complaint may be brought 
by the trademark holder, by an applicant, by an exclusive licence 
holder, by any user of the collective trademark (with the consent 
of the collective trademark holder) or by any user of the warranty 
trademark (with the consent of the warranty trademark holder). 
The infringement action may be filed within three years of the day 
on which the plaintiff became aware of the infringement and the 
identity of the infringer, but no later than five years from the date of 
the first infringement.

22 Foreign activities

Can activities that take place outside the country of registration 

support a charge of infringement or dilution?

Please note that only activities performed inside the borders of 
Kosovo can be subject to the infringement cases within the country, 
except for the import and export activities mentioned above. 

Since foreign activities fall outside of scope of infringement cases 
in Kosovo, there are no significant jurisdictional issues regarding 
such activities.

23 Discovery

What discovery devices are permitted for obtaining evidence from an 

adverse party, from third parties, or from parties outside the country?

The Law on Trademarks provides for the following discovery 
techniques: the inspection of premises, seizure of goods, and use of 
such goods as evidence in court hearings.

In criminal cases, the discovery device available for obtaining 
evidence is the seizure of infringing goods where there is a threat of 
the evidence being destroyed.

24 Timing

What is the typical time frame for an infringement or dilution, or 

related action, at the preliminary injunction and trial levels, and on 

appeal?

The time frame for rendering the final decision for the infringement 
action both before the first instance court and on the appellate level 
is several years, usually more than two years. 

25 Litigation costs

What is the typical range of costs associated with an infringement or 

dilution action, including trial preparation, trial and appeal?

Litigation costs depend on the value of the claim, the length of the 
proceedings and the number of hearings. In Kosovo, litigation costs 
comprise the costs of filing of the complaint to which are added the 
costs of rendering the decision of the first instance court, and in the 
case of appeal, for rendering the decision on the appellate level. As 
cases can be very different, it is impossible to determine a typical 
range of costs in an infringement action.

At the moment, there is no specific case law or legislation defining 
the procedure for recovery of costs by the successful plaintiff.

26 Appeals

What avenues of appeal are available?

Once the first instance court renders a decision, an appeal may be 
filed with the second instance court within 15 days as of the date of 
receipt of the decision.
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27 Defences

What defences are available to a charge of infringement or dilution, or 

any related action?

The most common defence used is that the mark is not similar to 
the registered trademark in question or, where goods are seized on 
the state border, that goods did not enter the Kosovo market and 
therefore could not infringe any trademark registered in Kosovo.

28 Remedies

What remedies are available to a successful party in an action for 

infringement or dilution, etc? What criminal remedies exist?

The plaintiff may request the following:

manufacture the infringing objects, if necessary for the protec-

and expenses (if the infringement was intentional, the plaintiff 
may, instead of the pecuniary damage reimbursement, request 
compensation amounting to up to three times the usual licence 

and
-

29 ADR

Are ADR techniques available, commonly used and enforceable? What 

are the benefits and risks?

Even though ADR techniques are still rarely used in the Kosovo, it is 
necessary to mention that most common techniques are arbitration 
and mediation. Interestingly, in the past few years, mediation has 
increasingly been used as an alternative to regular court procedures. 
However, to our knowledge, there were no trademark-related 
disputes submitted to ADR techniques.

The most important benefits of both mediation and arbitration 
are the efficiency and speed of the procedure and lower formality 
than is the case for general court procedures. 

However, mediation is prone to potential risks, mainly because 
the decision thereby rendered is not binding but is only given the 
status of an agreement between the parties. In recent years, in 
order to remedy such deficiency, the common practice is to record 
the decision issued in mediation before a competent court, thereby 
granting it binding power.
 

30 Famous foreign trademarks

Is a famous foreign trademark afforded protection even if not 

used domestically? If so, must the foreign trademark be famous 

domestically? What protection is provided?

In Kosovo the threshold for identifying a famous mark is that a 
mark is deemed ‘famous’ when 70 per cent of the population of 
a given territory knows of such mark and relates it to a specific 
activity, good or service. Taking into consideration the principle 
whereby a famous mark is afforded protection even though it is not 
registered, it is possible to conclude that famous foreign trademarks 
enjoy protection even if they are not used domestically. 
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