
knobbe.com 

Navigating the Patent Minefield 
Agnes Juang, Ph.D., J.D. 

April 26, 2014 

SABPA 9th Biomedical Forum 



2 © 2014  Knobbe, Martens, Olson & Bear, LLP all rights reserved. 

The Patent Minefield 

• Patent infringement suits 

– Costly  

– Risk of preliminary injunction 

– Time consuming 

– Risk of customers being sued 

– Damages 

• Lost profit or reasonable royalty 

• Treble damages and attorney’s fees 
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Common Mistakes 

• Our product is covered by our patent(s). 

– Patents only provide a right to exclude, not a right to practice 

– How about other people’s patents? 

• We know our industry very well. 

– Our product is not the same as the competing product. 

– We know all the patents that covers competitor’s products. 

• The patent owner is a small company/an individual and will 
not sue. 

– Tenacious in defending patent rights 

– Selling of patent rights 

– Contingency arrangement for infringement suit 
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Patent Infringement 

• Compare your product to the patent claims 

• Direct Infringement 

– Literal Infringement 

– Infringement under Doctrine  

     of Equivalents 

• Indirect Infringement 

– Contributory Infringement 

– Infringement by Inducement 
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Direct Infringement 

• Literal Infringement 

– Each claim limitation must be found literally 

– Claim construction may be necessary 

 

 Claim 1: A device comprising: 

  element 1;  

  element 2; and 

  element 3.  

✓ 

✗ 

✓ 

No literal infringement 
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Direct Infringement 

• Infringement under Doctrine of Equivalents (DOE) 

– Device incorporates a feature that is insubstantially different 
from the missing limitation 

– Substantially the same function/way/result 
 

 Claim 1: A device comprising: 

  element 1;  

  element 2; and 

  element 3.  

✓ 

✗ 

✓ 

Infringement under DOE 

The device has a 
feature that is 
insubstantially different 
from Element 3 
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Direct Infringement 

• Doctrine of Equivalents 

– Slightly expands the scope of the claim as recited 

– Limitations: 

• Prosecution history estoppel 

• Cannot cover prior art 

 

• Must be considered when designing around 
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Indirect Infringement 

• Contributory Infringement 

– Providing a component/material of no substantial non-
infringing use 

 

• Inducement 

– Knowingly induces infringement with specific intent to 
infringe 

– User manuals, training materials, videos, web sites, sales 
pitches, marketing materials 
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• Look for freedom to operate or patent clearance obstacles 
early to avoid pitfalls 

– Identify competitors and their patent claims 

 

 

 

• Delay can be a costly mistake! 

 

 

It’s not just about what you have, it’s about what they have 

 

 

– Work with your patent counsel to 
understand the patent roadblocks 
to commercialization 

 

Survey Competitive Patent Landscape 
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Finding Relevant Patents 

• Professional freedom-to-operate searches 

• Online patent searches 

– Find patents relating to your product 

– Find patents owned by competitors 

– Find patents of specific inventors 

• Examine competitors’ products 

– Patent notices on product, packaging, marketing materials or 
website 

– Obtain patents using the patent notices 
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Searching DIY 

• Key word searching 

– www.google.com/patents 

– patft.uspto.gov 

– www.delphion.com 

– Key words  

• “coated stent restenosis”  

• “drug eluting stent” 

• Competitor / assignee searching 

– assignments.uspto.gov 
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Preliminary Patent Screening 

• Patents 

– Is the patent expired? 

• 20 years from the earliest effective filing date (utility 
patents) 

• www.PatentCalculator.com 

– Are the maintenance fees paid? 

– Preliminary review of patent claims 

• Literal Infringement & Doctrine of Equivalents 

• Application Publications 

– Monitor the prosecution 

http://www.patentcalculator.com/
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Infringement Analysis by Counsel 

Preliminary 

infringement 

review 

Low risk 

patents 

High risk 

patents 

Infringement 

review 

May present 

infringement 

risks 

Invalidity 

review 

Invalidity 

Position 

available 

No 

invalidity 

position 

Consider 

redesign 

Opinion 

of 

counsel 

Noninfringement 

position 

available 

Consider 

licensing 
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Cease & Desist Letter 

• Investigate the soundness of the claims of infringement 

– Seek help from your patent counsel 

– Stop the potentially infringing activity if needed 

• Respond – honor the deadline  

• Seek licensing or design around (watch out for DOE) 

• Other options: challenge the patent 

– Requesting the USPTO to cancel claim(s) 

• Ex parte reexamination, inter partes review, post-grant 
review, covered business methods 

– Declaratory Judgment Action – invalidate the patent 
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Navigating the Patent Minefield 

• Start your efforts to avoid patent infringement early 

– Product concept stage: survey the patent landscape 

• Create and maintain your own defensive portfolio 

– Before starting new R&D project: patentability searches 

– Cross-licensing opportunities 

• Know your competitor’s IP as well as your own 

– Continually gather corporate intelligence 

– Know where you stand in view of competitors 

– Identify potential freedom to operate issues 
 

Don’t Operate in a Vacuum 
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