MOFO JAPAN
DISPUTES NEWSLE

Issue Date: 1Q 2021

IN THIS ISSUE
ABOUT OUR TEAM  Page 2
CONTRIBUTING AUTHORS ~ Page 2

Tips for Mediating by Video Conference
TLERREICLSHE Page3

Enhancing Efficiency and Transparency: The 2021 ICC Rules Update
SHEMERVERED®RIL: 2021 F£0 ICC RAIKE Pages

Steps to Confirming an Arbitration Award
HEFIEOHERDI-HDIEE Page8

Liquidated Damages and Limitation of Liability Clauses: Characteristics and
Enforceability

Liquidated Damages (F 18 E/EE) &I & Limitation of Liability (FEHIR)
%15 Page1o

Mounting U.S. Sanctions and Chinese Countermeasures Create New Legal
and Reputational Risks for Third-Country Businesses
KEDOHFERELZNIIH TSP EDOHMIEEDEMICLYVE=ZERFITH
RR - BFFURINEE Page 12

PARTNER HIGHLIGHT: B. CHEN ZHU  Page 15

How to Respond to a Demand Letter by a Non-Practicing Entity
NPE Mo DEERICHLTOREIZEAE Page 16

Litigating Patent Cases in the Western District of Texas
TXHRAMNBERUMEK BT A EHIFICH 1T H55#FEFAR  Page18
FRCP 30(b)(6) Amendment: Meet & Confer Required

WIEEH REFARA 5 30 £(b)(6) MRMENERFHM T Page 20

Service on Japanese Corporations via U.S. Subsidiaries: A Warning
KEFEHEECAREAANDEZCETLIEZER Page22

Enforcement of U.S. Judgments Against Japanese Entities
BARDEEFICHT REKHIFTOHIROMIT Page24

WELCOME

Welcome to Morrison & Foerster’s quarterly
newsletter on dispute resolution. In this
newsletter, we address recent developments in
arbitrations, investigations, and commercial
and intellectual property litigation that may
affect Japanese companies. Please feel free to
contact any member of Morrison & Foerster’s
Japan office to learn more about the topics
covered in this newsletter.
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ABOUT OUR TEAM

Our global team of 450 litigators includes
some of the top trial and appellate lawyers in
the United States, Japan, China, and the UK,
with leading practitioners in intellectual
property, securities, commercial litigation,
antitrust, white-collar criminal defense,
product liability, class actions, unfair
competition, financial services, trade secrets,
privacy, and employment litigation.

In Japan, our litigation group is not only the
largest of any international law firm in the
country, but is the only group with a dedicated
team of 25 full-time litigation attorneys, more
than half of whom are fluent in Japanese.

Operating globally with a wide range of
expertise, our team works quickly to address
and resolve clients’ legal needs.
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Tips for Mediating by
Video Conference

AKkira Irie, Lily Smith

As the pandemic continues to rage across the
globe, many are turning to video conferencing
services for their business meetings.
Mediations are no exception and are likely to
remain the preferred way of resolving disputes
for the near term. Luckily, mediating over video
conference is not so different from mediating in
person as long as you are prepared. Here are
some tips on how to make the most of a video
mediation.

e Practice: Have a mock mediation with your
counsel. This will give you an opportunity to
become comfortable with the video
conferencing software. Make sure you are
comfortable using break out rooms, that
your video conferencing software is up-to-
date, and that you will have a quiet,
distraction-free place to participate in the
mediation.

e Time Zone: Given current travel restrictions,
it is likely that you will be mediating with
people in different time zones. Try to find a
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time that is convenient for everyone. If that’s

not possible, consider splitting the
mediation up over multiple days so that no
party has to be awake all night.

In Person or All Remote: Decide if you can
meet with your counsel in person and be in
the same room during the mediation. This is
preferable because it makes it easier to
coordinate with your counsel. If you can’t be
in the same room, consider setting up a
separate virtual meeting so that you can

have candid conversations with your counsel

without having to worry about hitting the
proper “mute” button on your computer.

Another option is to chat through an instant

messaging service, or to use a
teleconferencing system. If you would feel
more comfortable talking on the phone,
decide if you would like to speak with your
counsel at regular intervals, or if you would
like to only speak as necessary.

Wi-Fi: Make sure that you have a reliable
Wi-Fi connection with enough bandwidth to
support video. Create a back-up plan in case

your Wi-Fi or computer fails. For example, it

might be good to exchange phone numbers
with the mediator so that he or she can call
you and continue the mediation via
telephone in case something goes wrong
with your computer.

Video Settings: Choose to see everyone’s
picture at all times instead of only seeing the
speaker. That way you can see people’s
reactions to what is being said.

Video Dos and Don’ts:

o Position your computer camera at eye
level so that you are not looking up or
down at other people.

o During the conference, try to always look
directly at your camera so that you are
looking at the other participants in the
eye.
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o Make sure you are well lit so that your
picture appears clear to others. Natural
light is best, but artificial light can work
too.

o If two or more people are participating in
the mediation on separate devices and in
the same room, make sure to mute your
audio so there is no feedback.

o Also, mute your device when you are not
speaking so that there is no background
noise.

o To avoid distracting other participants,
use a neutral background for your video
or a filter to blur your background.

Enhancing Efficiency and
Transparency: The 2021
ICC Rules Update
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The new International Chamber of Commerce EEEELEM (International Chamber of

(ICC) 2021 Arbitration Rules (the 2021 Rules)
entered into force on January 1, 2021. Building
on recent revisions to the rules in 2012 and
2017, the 2021 Rules continue to commit
strongly to efficiency and flexibility, and there is
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plenty for potential parties to arbitration to be
aware of.

Some of the most significant updates include:

e Expedited Procedure (Appendix VI(1)(2)):
In 2017, the ICC introduced new procedures
for the expedited disposal of cases. These
expedited procedures have proved very
successful and popular with parties to
arbitration. To make these options more
widely available, the 2021 Rules increase the
threshold value of disputes eligible for
expedited procedure from $2 million to
$3 million (USD).

e Joinder of Additional Parties (Article 7.5):
Previously, joining a party to an arbitration
after the tribunal has been formed required
the consent of all parties. The 2021 Rules
now empower the arbitral tribunal to join a

consenting additional party on the request of

any party. This new provision recognizes
that adding a party may be necessary for the
efficient resolution of a dispute—and will
likely make joinder of parties easier going
forward.

e Method of Constitution of Arbitral Tribunal
(Article 12.9): The ICC Court now has
discretion to disregard an arbitration
agreement and directly appoint the
members of the arbitral tribunal in certain
circumstances. In a nod to the importance of
enforceable arbitration awards, the ICC
Court may exercise this power only in
exceptional circumstances where the
application of the arbitration agreement
would lead to “a significant risk of unequal
treatment and unfairness that may affect the
validity of the award.”

e Change in Party Representation
(Article 17.2): The 2021 Rules empower the
tribunal to limit a party’s ability to change
counsel in the course of an arbitration if the
change would create a conflict of interest for
any of the arbitrators. Similar rules are
present in the rules of other major
arbitration organizations. Notably, the
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London Court of International Arbitration
(LCIA) implemented the same approach in
its 2014 Arbitration Rules.

FIFF (LCIA) A, D 2014 EhEHIRATRIIRD
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Also, in light of ongoing restrictions put in place F7=. IO F IAMILADN T Vv IITLYH#E

due to the COVID-19 pandemic, the 2021 Rules
introduce a number of provisions for virtual
hearings and electronic filings:

e Virtual Hearings (Article 26.1): The tribunal
now has the power to conduct hearings
physically or remotely after consulting with
the parties and considering all relevant facts
and circumstances of the case. These virtual
hearings may take place by videoconference,
telephone, or by “other appropriate means
of communication.” Signaling a broad
acceptance of virtual hearings, the 2021
Rules also remove a requirement under the
prior ICC Rules that “the arbitral tribunal
shall hear the parties together in person if
any of them so requests.”

e Electronic Filings (Article 3.1): The ICC

Rules originally required each party to
submit pleadings and certain other written
communications in multiple hard copy sets.
The 2021 Rules have shifted away from
paper filings and now only require parties to
send “all pleadings and other written
communications [...], as well as all
documents annexed thereto”, without
explicitly demanding paper submissions.

These modifications demonstrate the ICC’s
response to feedback from the international
arbitration community and are generally in line
with recent rules revisions introduced by other
major international arbitration organizations.

The changes in the 2021 ICC Rules further the
ICC’s dual aim of improving transparency and
the integrity of the arbitration process. The ICC
also adapted to the global pandemic by
embracing virtual hearings and electronic
filings. However, it remains to be seen how
tribunals and the ICC Court will exercise their
enhanced power so as not to compromise party
autonomy.
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Steps to Confirming an
Arbitration Award

Andrew Meyer, Keiko Rose

You win a hard-fought arbitration award and
now want to collect on or enforce the award—
but what do you do? Sometimes, the other side
will voluntarily comply with the award. More
often, though, you will need to “confirm” the
arbitration award and obtain a court judgment
enforcing it.

When seeking to confirm an award and start
the enforcement process, there are a few
important considerations:

1. Plan to file a petition to confirm early. You
should look to file a petition to confirm an
arbitration award soon after the tribunal issues
it. Opponents may seek to challenge the
arbitration award, for example, which could
delay confirmation proceedings. The sooner
you file, the sooner you will be able to complete
the confirmation and enforcement process.
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2. Confirm the country of filing and its status
under the New York Convention. The New

York Convention on the Recognition and
Enforcement of Foreign Arbitral Awards (the
“New York Convention”) provides a clear
system for enforcing awards internationally in
signatory countries. You should identify the
country in which the other side operates or has
assets—i.e., where you want to enforce the
award—and confirm whether the country is a
signatory to the New York Convention.
3. Identify any country-specific procedural
requirements. The New York Convention
provides requirements for recognition and
enforcement of arbitration awards, and to
implement those requirements, most signatory
countries have adopted arbitration-related
statutes. As a result, procedures for filing a
petition to confirm, including what documents
are required and how and when to initiate an
action and serve the other side, may differ
from country to country.
4. Understand potential challenges to
enforcement. Under the New York Convention,
there is a presumption of recognition and
enforcement, but also seven grounds for
refusing enforcement:
(1) A party to the arbitration agreement lacked
capacity or the agreement is otherwise
invalid;

(2) A party was not given proper notice or is
unable to present its case;

(3) The award goes beyond the scope of the
submission to arbitration;

(4) The composition of the tribunal or the
arbitral procedures were not in accordance
with the parties’ agreement or applicable
law;

(5) The award has not yet become binding or
has been set aside by a competent
authority;

(6) The subject matter of the dispute is not
capable of being arbitrated; and

(7) Recognition of the award would be
contrary to public policy.
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You should determine whether any of these
grounds may apply and how to defend against
any challenges brought by the other side.

5. Consider confidentiality issues. If the
underlying arbitration proceedings were
confidential, consider filing a petition to
confirm under seal and/or in redacted form.
Otherwise, the arbitration award and any
evidence or documents cited in the petition
may become part of the public record.

6. Be prepared to wait. An unchallenged
petition to confirm may be resolved relatively
quickly. Depending on the other side’s
challenges or the court’s docket, however, you
may need to engage in lengthier proceedings or
wait several months for a court decision. Filing
early will help, but be prepared for the
confirmation process to take time.

LEREHICEZETILONH LN EHIL, F1-. 48
FANLDARBILICHLTEDISIZFHEEITIH
ERETDLENHYET,

5. MEREISOVWTEEYTS HELGLHMETFH
ABETHH5HE . ERNT. H D/ XIETRF
VU ELT, BERDBRITETIZEEREL T
S, CNZEEDHE, MEHIM R PRI TDEMN TS
FASNEEHLX (X EN DRI AA TN D ETEE
EAHYFET

6. HONEEIETS HIEBRILICOLTIX,MBF

ANLEBFLHLITONGTNIL, ELERIE O
[SREMNGENFET  LOLGA S, BFEALTIRZE
LI TTLSAED ., HAHNIIEFIFF DEHE K
RRIZEY ., FREDRBINY, BHFDREET
AR NMFSNY T HEEAHYET . REAICH
M TETEANLVDIEHENTT M, HRFHIIE
R AWM HEERIBELTE TS,

Liquidated Damages and
Limitation of Liability
Clauses: Characteristics
and Enforceability

Andrew Meyer

Liquidated damages and limitations on liability
are two types of contract clauses that can
appear similar at first glance, but they have
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important differences to be aware of in
preparing your next contract.

Essentially, a liquidated damages clause states a
specific amount of damages that the injured
party can collect as compensation if the other
party breaches a contract. A limitation of
liability clause, on the other hand, places an
upper limit on the amount of compensation
potentially available regardless of the actual
damages suffered.

Liquidated Damages Clause

A liquidated damages clause may look like the
following:

Upon any failure of Supplier
to provide the -contracted
services, Supplier shall pay
Customer liquidated damages
in the amount of $5,000. The
parties acknowledge that the
liqguidated damages set forth
in this section are reasonable
under the circumstances and
reasonably approximate the
amount of damages that
would be sustained by
Customer.

An important general rule is that for a
liquidated damages clause to be enforceable, the
specified amount of damages must be
reasonable in light of the anticipated or actual
harm caused by the breach. If that amount is
disproportionate to the actual harm suffered,
then it is no longer considered compensation to
the injured party, but becomes more like a
penalty—and is generally considered
unenforceable on public policy grounds.

Liquidated damages clauses provide
predictability. Parties can settle on a mutually
agreeable amount when negotiating a contract,
giving them greater control over their potential
exposure as compared to relying on a court or

jury.

Limitation of Liability Clause

A typical limitation of liability clause might read
as follows:
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Should there arise any

liability on the part of the

Seller as a result of its breach

of contract or negligence, the

parties agree that the Seller’s

liability shall be limited to

$15,000.
That is, the Buyer can collect $15,000, at most,
in the event of a breach by the Seller.

Limitation of liability clauses can be great and
effective tools to manage contract risks. Courts
in the United States, however, have historically
refused to enforce limitations on liability if
ambiguous or unconscionable, if the breaching
party was grossly negligent, or if enforcement
would be contrary to statute or public policy.

In determining whether a particular clause is
unconscionable, U.S. courts typically look to see
if one party had unequal bargaining power or a
higher level of sophistication. As a practical
matter, courts rarely find such clauses to be
unconscionable in a commercial context.

Liquidated damages and limitations on liability
both provide contracting parties with more
predictability regarding potential damages, but
do so in different ways. Considering whether
these provisions may be appropriate in your
next contract can be a valuable way to limit risk.

Mounting U.S. Sanctions
and Chinese
Countermeasures Create
New Legal and
Reputational Risks for

Third-Gountry Businesses

B. Chen Zhu

Over the past year, we have seen waves of
actions by the Trump Administration targeting
parties in China and Hong Kong. These actions
ranged from economic sanctions against
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Chinese and Hong Kong officials and
organizations, export controls against Chinese
companies in a host of sectors, including
technology, textiles, agriculture, and
infrastructure, a ban on securities investments
in entities deemed by the U.S. Defense and
Treasury Departments to be “Chinese Military
Companies,” as well as attempted bans on the
use of certain Chinese social media apps.

These actions primarily restrict the activities of
U.S. persons. However, third-country parties
could also face liability if they facilitate
prohibited activities involving U.S. persons,
goods, financial systems, or some other U.S.
touchpoint. Moreover, U.S. secondary sanctions
that apply to certain targets pose liability for
third-country parties even if the underlying
activity has no U.S. touchpoint whatsoever.
Given the impact on financial transactions and
supply chains, third-country businesses have
had to update their due diligence and
compliance programs to avoid liability. Some
third-country businesses have resolved to
terminate certain business relationships due to
reputational and/or legal risks.

In response to these U.S. actions, China’s
Ministry of Commerce (“MOFCOM”)
promulgated the Rules on Counteracting
Unjustified Extra-territorial Application of
Foreign Legislation and Other Measures (the
“Rules”) in January 2021. The Rules’ express
aim is to counteract exterritorial measures that
seek to restrict dealings between Chinese and
third-country businesses (“Extraterritorial
Measures”).

The Rules apply to “Chinese citizens, legal
persons or other organizations.” Chinese
companies organized under Chinese law are
covered as “Chinese legal persons,” as are
foreign companies’ subsidiaries organized
under Chinese law. This means that
non-Chinese multinationals should be mindful
of the compliance obligations of their Chinese
subsidiaries under the Rules. The Chinese
branches or representative offices of
non-Chinese companies are not traditionally
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considered “Chinese legal persons,” but they are
likely covered as “other organizations” in China.

MOFCOM largely modeled the Rules on the
sanctions blocking statutes of the European
Union and other countries. The Rules contain
notable parallels with the EU’s blocking statute,
both of which: (i) impose an obligation on
persons subject to an Extraterritorial Measure
to notify relevant authorities, (ii) allow the
imposition of civil penalties on parties that fail
to comply with the Rules, and (iii) create a basis
for persons harmed by the Extraterritorial
Measure to claim compensation from the party
that caused harm by complying with it. This last
component has already garnered a great deal of
attention from third-country businesses
because this theory of liability potentially
extends to companies located in third countries
that, for example, stop doing business with a
Chinese entity due to U.S. secondary sanctions.

In light of these competing U.S. and Chinese
regulatory developments, Japanese companies
with business dealings in China need to
consider the scope and level of risk posed from
both sides as they seek to navigate these various
obligations.

e /Zy/
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PARTNER HIGHLIGHT:

'y | B. CHEN ZHU
iy N

We draw from deep experience in
government, courts and business to
provide practical advice that is
calibrated to the legal and commercial
risks and realities that our clients face
in key markets.

BB L DRIGOEE. EDRR
ZBITHBELTRREVMNL, EE
R—rYMIBNWTISAT7 UMD EER
THEM-BHIRIITOVTOER
MBI EZREULFET

Chen’s practice focuses on government and
internal investigations, cross-border enforcement
matters, and commercial litigation. He has
extensive experience advising on U.S. economic
sanctions, anti-money laundering, Foreign
Corrupt Practices Act (“FCPA”), securities and
accounting fraud, and related governance and
corporate compliance issues. Chen also has
extensive experience conducting compliance due
diligence and designing compliance programs for
clients in connection with private equity portfolio
investments, M&A, and IPO transactions. He also
has experience in U.S.-based civil litigation
involving Asia-based defendants. In addition,
Chen frequently guides corporate and financial
institutions clients through risk management
issues associated with state secrecy, data privacy,
and cross-border data export control.

His clients include major state-owned enterprises,
multinational corporations, and individuals from
various industries, including banking,
pharmaceutical, technology, entertainment,
insurance, consumer retail, and hospitality, with a
particular focus on China, Japan, and Southeast
Asia.

Who’s Who Legal 2019—2020 and Global
Investigations Review 2019—2020 have
recognized Chen as a “Future Leader in Corporate
Investigations.”
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How to Respond to a
Demand Letter by a Non-
Practicing Entity

Yuka Teraguchi, Mikaela Ediger

You receive a demand letter alleging that your
products infringe certain patents. The patent
holder typically offers you a license. You have a
short deadline to respond. What should you do?

You should decide the next steps by taking the
following factors into consideration:

Patents: Does the letter list specific patents?
If so, are they standard essential patents
(SEPs)?

Exposure: Are specific products accused of
infringement? If so, where are the products
manufactured and sold? What are their sales
revenues?

Litigation history: How often does the
patent owner bring suits? Have the patents
been litigated before?

Claim analysis: How strong are the
infringement allegations? How likely are the
patents to be invalid?
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e Industry research: Do you expect others in
the industry to have received similar
demand letters?

Option 1: Do Not Respond

Not responding to a demand letter might be an
option, especially if the patent holder does not
seem serious about pursuing the claim. Some
patent owners send demand letters to
numerous potential licensees, hoping that some
will pay a nuisance fee to avoid suit. Their
demand letters tend to have little explanation
about how your products allegedly infringe the
asserted patents.

Option 2: Respond with Explanations

A more common approach is to ask for
additional information necessary for assessing
the seriousness of the demand. For example,
you may want to ask for claim charts purporting
to explain how your products infringe. Also,
responding with a good-faith belief of
non-infringement or invalidity could mitigate
the risk of a willful infringement finding by a
court if the patent holder pursues a suit against
you. However, a response might signal to the
patent holder that you are willing to negotiate a
license and encourage the holder to pursue a
claim that the holder would have otherwise
dropped, especially if the holder had sent an
industry-wide demand letter.

Option 3: Take Affirmative Actions

Another but more expensive option is to file a
lawsuit for a declaratory judgment of
non-infringement or invalidity. This allows you
to choose the venue, assuming the court has
personal jurisdiction over the patent holder.
Alternatively, you could try to invalidate the
patent by filing a petition for Inter Partes
Review, Covered Business Method, or Post
Grant Review. Threat of invalidating a patent
may convince the patent holder to settle for a
small fee. However, a patent holder typically
has a sizeable patent portfolio, and so getting a
few patents invalidated might not convince the
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patent holder to stop seeking you as a potential
licensee.

Option 4: Take a License

Lastly, you could negotiate and take a license
for a small value. This may be cheaper than
going through with litigation, but you could be
known as an easy target.

Deciding which option to pursue may be
challenging. To select the best one for the next
demand letter, we recommend investigating the
patent holder’s portfolio and litigation history
to better understand the motive and checking
your exposure level to see what affirmative
action, if any, you may want to take.

Litigating Patent Cases in
the Western District of
Texas

Akira Irie, Keiko Rose

The Western District of Texas is now the most
popular U.S. federal district court for patent
cases, accounting for over 20% of patent cases
filed nationwide. The shift is largely due to the
efforts of Judge Alan D. Albright, who was
confirmed to the Western District in 2018 and
now hears more patent cases than any other
judge in the country.

As the only judge in the
Waco Division of the
Western District, Judge
Albright has expanded his
patent docket by
developing a strong
reputation for patent
expertise combined with
detailed local patent rules
that accelerate many key
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These include early deadlines for preliminary
infringement contentions, invalidity
contentions, and claim construction briefs,
which culminate in a Markman hearing
generally occurring within six months of the
case management conference. In addition, all
discovery is stayed until after the Markman
hearing, except for limited discovery relating to
venue, jurisdiction, and claim construction.
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What does this mean for defendants litigating
patent cases in the Western District?

e Pre-Markman Schedule: With Judge .

Albright’s expedited case schedule,
defendants need to move quickly to assess
their defenses in preparation for the early
Markman hearing. Judge Albright generally
prefers to not stay proceedings and is
unlikely to invalidate patents on patent
eligibility grounds, meaning most cases will
proceed to the Markman hearing according
to his default schedule.

e Invalidity Contentions: While defendants
must serve preliminary invalidity
contentions early on, they can amend those
contentions later without leave of court.
However, defendants will need to confirm
they undertook “reasonable efforts” to
prepare the preliminary contentions and
that the amended contentions are based on
subsequently identified material.

e Discovery: The discovery stay until after the
Markman hearing generally advantages
defendants. This is because plaintiffs will
have to stake out their claim construction
positions without full knowledge of how the
accused products operate.

e Settlement: The features of Judge Albright’s
patent cases—e.g., the fast-track case
schedule, limited early discovery, and
reluctance to stay cases pending review by
the Patent Trial and Appeal Board—may
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benefit defendants hoping for early LALEA—HIRARICEHDOFHREEEFLTSHD
settlement. EITEBRITHAEIE, REIRREEOH|EIC
EOTTZREGHAREMEDHYFET

It remains to be seen how other districts will DX DEFREL ., COEIFTICED KSR ET
respond and whether they will also institute Zh . ZLTTHH RN FaEbih B E R i & & RI4RIZ.
measures to increase their patent docket. For S LY ZLDBHERDERSI OO EEETLTLY

now, however, the Waco Division in the LDMIEREDIYER A LALEAS, BEDES
Western District of Texas is quickly becoming 2z 5+ z | #52k #h X @38 #h 2% Waco Division 4.
the patent capital of the United States. ST REORERBO DL HERY DO BYET,

FRCGP 30(h)(6) B EF RERLR A
Amendment: Meet & 58 30 &(b)(6)
Confer Required HBBOZFHER T

Yuka Teraguchi, Mikaela Ediger SFOMRE I AT =T 4 H—

On December 1, 2020, Federal Rule of Civil 2020 4 12 A 1 B. & ADEEE #kEX (deposition) [ZD
Procedure 30(b)(6) governing the deposition of W TESH-EIREEIFLIAIE 30 &(b)(6)NHIES
corporate entities was amended to include a n. BEBENERBMFoNFEL, LTIE. ZOHE

meet-and-confer requirement. Here is what [ZDWTH AR ET A > TELRERAUETEN
in-house counsel need to know about the LET,
amendment.
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30(b)(6) Depositions

Rule 30(b)(6) allows for the deposition of
corporate entities. Deposing parties must send
notice of the topics of deposition in advance,
and the topics must be described with
“reasonable particularity.” The corporate entity
will then select a witness or several witnesses
who will testify on those topics as to matters
known to the entity.

2020 Amendment: What changed?

Under the previous Rule, the deposing party
had no obligation to clarify its 30(b)(6) notice
before the deposition. As a result, 30(b)(6)
witnesses were often faced with inquiries so
broad that it was difficult to understand them
or prepare to answer them.

The new Rule includes a meet-and-confer
requirement. Before or promptly after sending
the 30(b)(6) deposition notice, counsel must
meet and confer in “good faith” to discuss what
topics will be raised in deposition.

Discussing the topics in advance will potentially
narrow and clarify the scope of deposition
topics. Therefore, 30(b)(6) witnesses may find it
easier to adequately prepare for their
depositions, possibly leading to shorter
depositions.

Preparing 30(b)(6) Witnesses

Because 30(b)(6) witnesses testify on behalf of a
corporate entity, the scope of knowledge
required for their depositions goes beyond what
they know from the course of their work. To
prepare for their depositions, witnesses are
recommended to:

e Talk to those within the corporation who
have knowledge of the designated topics.

e Review documents related to the designated
topics. Courts have required 30(b)(6)
witnesses to review documents and testify to
companies subsidiaries’ or affiliates’
knowledge if the corporation controls
information held by those subsidiaries or
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58 30 & (b)(6)DEL & R HR

FRAIEE 30 &(b)(6) TIXEADIE S FZIMNERDHLNT
WET, SEERMETOIHBEEEFNEIEHIMOL
EvIICBET 2@MEZMFLETNIELRST . ZDREY
1%, T EHIEEH (reasonable particularity) 112528k
TEIDLENHYET . BEANT. TDIAT. EZAE
ENRELTOASBEICRANEYIITDOVWTIEALL
BUVEYRIIEHDIEANEEELET,

2020 FEDWIE AL ERESNT=H

REXRDORANTIE, FEERMETOHEFICIL SR
BRIZFIIBIRAIE 30 55(b)(6)D@ENZDULNTHAHEIC
FTEHEERFIIHYFELATLIZ, TDF=H. 2FMNLEIC
EU, FRAIE 30 £(b)6)DIEAL., SHABEERET
3. RIIEELZEBTDHENHLNENS—ZAH
ZRHYFELT

FHRATIESHERBNARYAEN, RAE 30 %
(b)(6) DEEE FREVE R Z X (T AT R ITE M ERIC, 5738
INHEZL - TIESHEEITL. GESHERICEL
TEDLIBIEVIARY LIFonDHMONTER

ERDOILTNEESRNIEELYELT,

EHIICNEVOEGET HIET EEEHBDINE YO D
EFZEHSD . BAREICTEAHRIEEMAHYET , LIz’
T. HBIZE 30 & (b)(6)DEEA L. SIS FEUIZX LTt
PEHEAELSZRY, BERICE-> TS SR EN DB
NEMRInshiLhEEA,

MAIEE 30 Z(b)(6)DEEA DEEAE

FAIZE 30 £(b)B)DEEANFEANICROOTEEEZETT

1= IS HBICDELGHFOERILBoDEHT
B-HMBOHEEBASILITHYET  COKIEEE

ERICHERD-O. FEAICIEROIENHERSNF

ERS

o EFEINFFEYIIZDONTHIEEETHERAD
BICHHRT S,

o HWESNEIEVIICEHETIXELZHRET S
& RIS BMARDEANF R RIIEERH
DRABBREEELTLDIGE . FHIFTE. HH
PFEHRIIEERHDMEBYDXEEHEE
L.FEEEZ1TOEZ/MAISE 30 F(b)(6)DEEAI
Rof-CenHYFETM, BIC fBESNI-FEY



affiliates.!! If there are no employees
knowledgeable about the designated topics
left at the company, courts have even
required company representatives to review
interviews with past employees.l? Also, some
courts have held that witnesses may need to
review prior fact witness deposition
testimonies and deposition exhibits.[!

A 30(b)(6) witness will still need to prepare for
depositions under the new Rule, but the recent
amendment might make these preparations
easier because the witness and counsel will
likely have a better idea what the deposition
topics are asking for in advance.

DIZHEBEL-REENHHAITFKREL TGS
A, HHFE BEICEELCWVREELOTR
KNBERETDILEEFTEHARARBIIRDIC
EEHYFETE, T, RATDERITADIIE
EEFDIEE I DEEZIANITKRDDIHE
NHdELEEHEFRLHYETE,

FRAIEE 30 &(b)(6)DEEA L. #FFRAID T THAL S
ROEHFESTDIRENHYFT TN, EEORIEICKY.
S TEEZROONSHINEYIIZDONT, LYER
RBCERTICIBETESR SIS AR HH &M
o, EFNBEBITHEINERDNFETS,

11 In re: Benicar (Olmesartan) Prod. Liab. Litig., No. 15-2606 (RBK/JS), 2016 WL 5817262, at

*5 (D.N.J. Oct. 4, 2016).

[?l QBE Ins. Corp. v. Jorda Enterprises, Inc., 277 F.R.D. 676, 689 (S.D. Fla. 2012).
Bl Adidas Am., Inc. v. TRB Acquisitions Ltd. Liab. Co., 324 F.R.D. 389, 394-95 (D. Or. 2017).

Service on Japanese
Corporations via U.S.
Subsidiaries: A Warning

Yuka Teraguchi, Sara Stearns

A lawsuit filed in a U.S. court cannot proceed
unless the plaintiff properly serves the
defendant. In a suit where the defendant is a
Japanese corporation, the plaintiff ordinarily
must serve under the Hague Service
Convention, which requires translating the
summons and the complaint and sending them
to the defendant through specific diplomatic
and consular channels. In California, however,
this might not always be the case.

Under California law, a foreign corporation may
be served by delivering a copy of the summons
and the complaint to the foreign corporation’s
“general manager” in the state.[l The law does
not define this term. Instead, courts consider a
number of factors to decide whether an agent in
a given case qualifies as the defendant’s
“general manager.” These factors include:
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(1) whether the agent served is “of sufficient
character and rank to make it reasonably
certain that the defendant will be apprised

of the service made”;

(2) whether the foreign corporation is being
afforded “the opportunity for ‘regular
contact with its customers and a channel
for a continuous flow of business into the

state’”; and

(3) whether the agent offers “substantially the

business advantages that [the foreign
corporation] would have enjoyed ‘if it
conducted its business through its own
offices or paid agents in the state.”?!

Applying these factors, the California Supreme
Court held in Cosper v. Smith and Wesson that
a sporting goods salesman who had contracted
with the defendant—a Massachusetts
corporation with no agents, salesmen, or other
employees in California—was a “general
manager” for the defendant under the
California Law.!

(1) EEZEREBAL. TEENTHON-CLEEE
BIICHERICHEEICASLOH DI+ 1ERE - i
{3 (character and rank) B9 % IMED,

BERMIVENF TEDRRZENTHIL=TMIZ
BEHISRASED-ODOBERVREIL—IE
DEHNGEREZLDOIRRI1ZEZ 0N TDD

B,

)

EEZEREANL T[HZMIVEADTREMIC
[AVZHN=FMIFRETSEHDEXRXEEHE
HOI—C bEBELTEDRREITOHIGEIC
BoNBIEZLOFIR IZREELTVLEHAED

[2)

©)

HIIFN=TNEEEHIFFIE. LREEREZEL.

Cosper v. Smith and Wesson E#IZE T, HBE (B
DI =T7MIZREBIE, BRFEEZTDMREEEZTHELE
WY Fa—tyYMiEAN) EE2HL T -RKR—YA
mOIRFEEE. W ITHIL=FTMEICEIHEDN O
RN IF—Tr— | THAHEBHELF,

In some cases, a U.S. subsidiary of a foreign
corporation may also qualify as a foreign
corporation’s general manager. In Yamaha v.
Superior Court, for example, a California
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appellate court found that, in a suit against
Yamabha, service on Yamaha’s wholly owned
U.S. subsidiary was sufficient because the
subsidiary qualified as Yamaha’s general
manager.[*l While the court acknowledged that
this method of service “seemed too easy a way
to get around the [Hague],” the court held that
there was no need in this case to serve papers
abroad through the Hague procedures.

Fortunately, Japanese corporations will likely
only encounter this service issue in California.
The rules governing service of process in New
York®! and Delaware,® for example, do not
allow for service on a general manager. But,
given the broad application of the California
service rule, Japanese corporations doing
business in California—whether through a
subsidiary or by contracting with a third-party
agent—should be aware of this unusual rule.

DLV\TIE Yamaha DKEDTZEFEHNOI RS
W-RR—Dv— ]I ETHELT, A% XKETLF
SHADEETRYDEFIRLELLY, HFIFTIE. S
D ESEEEREERONIETN—T EZFEHIZE D]
BEHEZIZREETIDIEINELHETHEEEDND
ERDOF=—A . AEFIZEWNTIIN—T EEFWIZED
BFHEIR->THEICXEZEET IV EITHE
LEL1=

FW\ BREADCDLSHEZEOMEICEET ST
BN HDIDENITHIL=ZTINDAHTY, HlELT,
—a—3—I MR VTSI T MODXEXZEICRET
BIMAITIE, PRI IR—Dr—~DEEITRD
ONTWER A LOLENS, A)TAHIL=T M DEE
HAMNLEGERAINDEEZZANIE. AU THIL=T M
TEEFTOIAREAX. TAHFE#MEELTTH
BEMEZFEDI— M ERHLTTHSAMEMD
. ZDATHIL=T7 B DRAEEELTELN
ETL&S,

(11 Cal. Civ. Proc. Code § 416.10(b); CA Corp § 2110.
2l 53 Cal.2d 77, 83 (1959). See also U.S. ex rel. Miller v. Pub. Warehousing Co. KSC, 636 F. App’x

947, 949 (9th Cir. 2016).
Bl Id. at 83-84.

[l Yamaha Motor Co. v. Superior Court, 174 Cal. App. 4th 264 (2009).
BBl See CPLR 310, 311, 311-a; NY Business Corporation Law §§ 306-307.

[l See Del. R. Civ. P. Super. Ct. 4(f)(1)(III).

Enforcement of U.S.
Judgments Against
Japanese Entities

Yukihiro Terazawa, Akira Irie, Rei Suzuki, Sara
Stearns

How does the prevailing party in U.S. litigation
enforce a judgment against a Japanese
defendant? Does it matter whether the plaintiff
served the Japanese entity under the Hague
Service Convention (the “HSC”)? The short
answer is that it may not matter, but it will
depend on the specific case.

To enforce a U.S. court judgment in Japan, the
prevailing party must obtain an execution
judgment from a Japanese district court under
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Article 24 of the Japan Civil Execution Act.
Under Article 118 of the Japanese Code of Civil
Procedure, this requires several showings. First,
the prevailing party must prove that the
judgment subject to execution is final and
binding, meaning that the normal avenues of
appeal allowed under the laws of the foreign
court have been exhausted. In addition, the
party must prove the following requirements:

i. the jurisdiction of the foreign court is
recognized under Japanese laws,
regulations, conventions, or treaties;

ii. the defeated defendant was served
(excluding service by publication or any
other service similar thereto) with a
summons or order necessary for the
commencement of the suit, or appeared
without receiving such service;

iii. the content of the judgment and the court

proceedings are not contrary to public

policy in Japan; and

iv. a mutual guarantee exists.

The main issue in enforcing U.S. judgments in
Japan is the “service” requirement under

Article 118(ii). Ordinarily, service of Japanese
defendants for U.S. litigation must proceed
under the HSC. Doing so requires sending
Japanese translations of the complaint and
summons! through specific diplomatic and
consular channels. Service by direct mail is
insufficient!?, and failing to adhere to the HSC
may result in a Japanese district court refusing
to recognize the judgment. However,

Article 118(ii) can also be satisfied—independent
of HSC service—if the defendant has “appeared”
in court. Japanese courts have found that a
defendant “appeared” when the defendant took
measures to defend itself in court, even if merely
by submitting a jurisdictional challenge. [*!

Japanese entities should therefore exercise care
before responding to a complaint for U.S.
litigation, even if the complaint came through
channels outside of the HSC.
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RHELIE-OATH-TH, HELEFIFTTHEID=6 D
HiEFEESIGEE. BREEETERLII1DDERD
TWFEFE,
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(1 See, e.g., Judgment of Tokyo District Court, 26 March 1990, 857 Kin'yu Shoji Hanrei 39.

2l On December 21, 2018, Japan declared objection to service by direct mail under HSC Article
10(a).

[l See Judgment of the Supreme Court of Japan, 28 April 1998, Minshu, Vol. 52, No. 3, 1998, p.
853.
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