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#10 Design Patent Damages § 289 

Samsung Elecs. Co., v. Apple Inc., 580 U.S. _ (Dec. 6, 2016) 

 

In the case of a multicomponent product, the relevant 
article of manufacture for arriving at a damages award 
under Section 289 of the Patent Act need not be the 
end product sold to the consumer, but may be only a 
component of that product.  

 

 

Reversed and Remanded to the Federal Circuit 8-0. 
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#9 ITC Jurisdiction 

Suprema v. ITC, 796 F.3d 1338 (Fed. Cir. Aug. 10, 2015) (en banc)  

The ITC’s power to stop “articles that infringe” includes articles that are 
being used to induce infringement of a patented method of use, not just 
articles that are infringing when imported. 

Vacated Panel and Upheld the ITC, 6-4.   

 

ClearCorrect v. ITC and Align Tech., 810 F.3d 1283 (Fed. Cir. Nov. 10, 2015)  

The ITC’s jurisdiction over “articles that infringe” does not extend to 
electronic transmission of digital data.  

Prost: The “articles” in Section 337 of the Tariff Act is limited to “material 
things.” 

O’Malley: The ITC has no authority to regulate the Internet. 

Reversed the ITC 2-1.   
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#8 Exporting Component Parts§ 271 

Promega Corp. v. Life Techs. Corp., 773 F.3d 1338 (Fed. 
Cir. Dec. 15, 2014) 

 

A party may be liable under 35 U.S.C.§ 271(f)(1) for 
supplying or causing to be supplied a single 
component for combination outside the United States 
when the component shipped is a “substantial 
portion” of the components of the accused products.   

 

With Reference to 35 U.S.C.§ 271, Reversed and 
Remanded 2-1. 
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#8 Exporting Component Parts§ 271 

Life Techs. Corp. v. Promega Corp., No. 14-1538 (U.S. June 
27, 2016) 

 

Whether the Federal Circuit erred in holding that 
supplying a single, commodity component of a multi-
component invention from the United States is an 
infringing act under 35 U.S.C. § 271(f)(1), exposing 
the manufacturer to liability for all worldwide sales.  

 

 

Oral Arguments Dec. 6, 2016. 
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#7 Laches as Defense to Patent Infringement 

SCA Hygiene v. First Quality Baby, 807 F.3d 1311 (Fed. 
Cir. Sept. 18, 2015) (en banc) 

 

Laches is codified in 35 U.S.C. § 282 and thus remains 
a defense to patent infringement claims accruing 
within the six-year limitation period of § 286 
regardless of Petrella v. MGM.  

 

 

Affirmed Laches 6-5.   
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#7 Laches as Defense to Patent Infringement 

SCA Hygiene v. First Quality Baby, No. 15-927 (U.S. Jan. 
19, 2016) 

 

Whether and to what extent the defense of laches may 
bar a claim for patent infringement brought within the 
Patent Act’s six-year statutory limitations period, 35 
U.S.C. § 286. 

 

 

Oral Argument Nov. 1, 2016. 
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#6 Patent Venue § 1400 

In re TC Heartland LLC., 821 F.3d 1338 (Fed. Cir. Apr. 29, 
2016)   

 

The Federal Circuit confirmed its prior holding in VE 
Holding Corp. v. Johnson Gas Appliance Co. that that 
the definition of corporate residence in 28 U.S.C. § 
1391(c) applies to § 1400.  Under § 1391(c), “an 
entity . . . shall be deemed to reside, if a defendant, in 
any judicial district in which such defendant is subject 
to the court’s personal jurisdiction with respect to the 
civil action in question.”   

Petition for Writ of  Mandamus Denied 3-0. 
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#6 Patent Venue § 1400 

TC Heartland LLC v. Kraft Foods Grp. LLC., No. 16-341 
(U.S. Dec. 14, 2016)   

Whether the patent venue statute, 28 U.S.C. § 
1400(b), which provides that patent infringement 
actions “may be brought in the judicial district where 
the defendant resides[,]” is the sole and exclusive 
provision governing venue in patent infringement 
actions and is not to be supplemented by the statute 
governing “[v]enue generally,” 28 U.S.C. § 1391, 
which has long contained a subsection (c) that, where 
applicable, deems a corporate entity to reside in 
multiple judicial districts.  

Certiorari Granted. 
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#5 On-Sale Bar 

The Medicines Co. v. Hospira, 827 F.3d 1363 (Fed. Cir. 
July 11, 2016) (en banc) 

 

Under the on-sale bar of §102(b), the patented 
product must be the subject of a “commercial” sale or 
offer for sale bearing the general hallmarks of a sale 
under Section 2-106 of the UCC.  The sale of 
“manufacturing services” to provide the inventor 
stockpiles of inventory does not trigger the on-sale 
bar. 

 

Reversed Panel and Affirmed District Court’s Judgment 
8-0.  
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#4 Disparaging Marks Registrable 

In re Tam, 808 F.3d 1321 (Fed. Cir. Dec. 22, 2015) (en 
banc). 

 

The statutory prohibition against registration of 
“disparaging marks” is an unconstitutional 
governmental regulation of speech. 

 

 

 

Vacated and Remanded to TTAB 9-2.   
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#4 Disparaging Marks Registrable 

Lee v. Tam, No. 15-1293 (U.S. Sept. 29, 2016). 

Whether the disparagement provision of the Lanham 
Act, 15 U.S.C. 1052(a), which provides that no 
trademark shall be refused registration on account of 
its nature unless, inter alia, it “[c]onsists of . . . matter 
which may disparage . . . persons, living or dead, 
institutions, beliefs, or national symbols, or bring 
them into contempt, or disrepute” is facially invalid 
under the Free Speech Clause of the First 
Amendment. 

 

Oral Arguments Jan. 18, 2017. 
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#3 IPR Proceedings 

Cuozzo Speed Technologies v. Lee, 579 U.S. _ (June 20, 
2016) 

 

The Board’s decision to institute Inter Partes Review 
(IPR) proceedings is unreviewable. 

The PTO has authority to issue a regulation that 
Broadest Reasonable Interpretation (BRI) shall be 
used in IPR proceedings. 

  

Affirmed by the Federal Circuit 8-0. 
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#2 Patent Exhaustion 

Lexmark  Int’l, Inc. v. Impression Prods., 816 F.3d 721 (Fed. Cir. 
Feb. 12, 2016) (en banc) 

 

The limitations on the exhaustion doctrine set out in 
Mallinckrodt and Jazz Photo are still good law regardless of the 
Supreme Court’s decision in Quanta and Kirtsaeng. 

Mallinckrodt: If a patented article is subject to a valid single-
use/no-resale restriction, then such prohibited reuse/resale is 
infringing conduct under § 271. 

Jazz Photo: If a patentee sells or authorizes the sale of a 
patented article abroad, it does not authorize the buyer to 
import, use, or sell the article in the U.S.  

  

Affirmed in Part, Reversed in Part, and Remanded 10-2. 
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#2 Patent Exhaustion 

Impression Prods. v. Lexmark Int'l, Inc., No. 15-1189 (U.S. Dec. 
2, 2016)  

 (1) Whether a “conditional sale” that transfers title to the 
patented item while specifying post-sale restrictions on the 
article's use or resale avoids application of the patent-
exhaustion doctrine and therefore permits the enforcement 
of such post-sale restrictions through the patent law’s 
infringement remedy; and  

(2) Whether, in light of this court’s holding in Kirtsaeng v. 
John Wiley & Sons, Inc. that the common-law doctrine 
barring restraints on alienation that is the basis of 
exhaustion doctrine “makes no geographical distinctions,” 
a sale of a patented article – authorized by the U.S. 
patentee – that takes place outside the United States 
exhausts the U.S. patent rights in that article.  

Certiorari Granted. 
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#1 Enhanced Damages § 284 

Halo v. Pulse & Stryker v. Zimmer, 579 U.S. _ (June 13, 
2016) 

 

Overruling the Federal Circuit’s two-part Seagate test 
for showing willful patent infringement and giving the 
district court’s discretion to decide the issue based on 
the preponderance of the evidence.  No longer should 
the courts focus on the reasonableness of the defenses 
presented, but rather on the intent of the infringer at 
the time they began the infringing activity.  

  

Vacated and Remanded to the Federal Circuit 8-0.  
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