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In 1982, the U.S. congress formed a 
new specialised appeals court, the 
Court of Appeals for the Federal 

Circuit, or “CAFC,” and transferred 
responsibility for patent appeals from 
the various regional courts of appeal 
to this new court.  One goal of estab-
lishing the CAFC was to bring uni-
formity and predictability to U.S. pat-
ent law, since consolidating respon-
sibility for patent law 
at the CAFC would 
create a single line of 
binding precedents in 
patent cases.  The Su-
preme Court still had 
discretion to hear ap-
peals from the CAFC 
and modify its prec-
edents, as required by the U.S. Con-
stitution; however, for decades, the 
Supreme Court rarely exercised this 
discretion, allowing the new court to 
effectively have the final say on patent 
law.  But in the last 10 years, all of this 
has changed dramatically.  The Su-
preme Court has increased by more 
than 300% its review of patent cases 
over the last decade, as a percentage 
of its total number of decided cases, 
in comparison with each of the pre-
ceding three decades.

Moreover, patent law appears to be 
an unusual realm of broad agreement 
between justices of the U.S. Supreme 
Court, and recent cases show a per-
ception by the justices that the lower 
courts, including the CAFC, had tak-
en some wrong turns in their interpre-
tations and applications of U.S. patent 
law.  These two factors—agreement 
between Supreme Court justices, but 

disagreement with 
lower courts—taken 
together, can help 
explain the recent 
strong interest in pat-
ent cases at the Su-
preme Court.

The Supreme Court’s 
patent opinions in 2014 provide nu-
merous examples of both factors.  
Specifically, it appears that the Su-
preme Court strongly believed that 
the lower courts had empowered 
patent owners too much, since all of 
the Supreme Court’s patent rulings 
in 2014 were unanimous, and each 
seems intended to limit the rights of 
patent owners or reduce the bargain-
ing leverage that patent owners can 
exert against alleged infringers.  In 
view of the long tenure of justices on 

the Supreme Court, this trend will 
likely continue.

The most important patent ruling 
from the Supreme Court this year ad-
dresses what types of inventions are 
eligible for patent coverage.  In Alice 
Corporation PTY. Ltd. v. CLS Bank 
International, the Supreme Court 
unanimously struck down a patent 
covering the use of a computer sys-
tem to perform a specialised program 
for mitigating risk in complex finan-
cial transactions.

The Court recognised that U.S. patent 
law broadly authorises patent cover-
age for “any new and useful process, 
machine, manufacture, or composi-
tion of matter, or any new and use-
ful improvement thereof.”  However, 
referring to its earlier legal precedent, 
the Court emphasised that this ex-
pansive list of patentable items should 
not be interpreted to cover “laws of 
nature, natural phenomena, and ab-
stract ideas,” or else patents could 
improperly “pre-empt” broad swaths 
of technology or take away the basic 
tools of scientific and technological 
work, thereby impeding innovation 
by others.  Applying this reasoning, 

the Court concluded that Alice’s pat-
ent had been granted in error and re-
voked it.

Unfortunately, the Alice case did not 
provide much general guidance in 
identifying which types of comput-
er-implemented inventions are pat-
entable and which are not.  It is clear 
that the Court did not forbid patent 
coverage for all computer-based in-
ventions.  For example, it referred 
with approval to an earlier Supreme 
Court case in which a computer-im-
plemented process for curing rub-
ber was held to be patentable, but the 
Court emphasised that this invention 
utilised a “thermocouple” to gather 
temperature data inside of the rub-
ber mold, suggesting that including 
real-world hardware in a computer 
patent will help demonstrate patent 
worthiness.  The Court also left open 
the possibility of patent coverage for 
pure computer methods that do more 
than merely implement concepts that 
are “[p]urely conventional” and that 
are not “well-understood, routine, 
conventional activit[ies] previously 
known to the industry.”  But these 
generalities from the Supreme Court 
do not help much in practical applica-
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tion, requiring inventors and patent 
attorneys to carefully craft computer 
patents with a discerning interpreta-
tion of various phrases from the Alice 
case to try to predict how future court 
cases in the Supreme Court and lower 
courts will evolve.

The Supreme Court also provided di-
rection this year about when a pre-
vailing party to a patent lawsuit can 
require the losing party to pay its at-
torney’s fees.  In U.S. litigation, the 
general rule regarding attorney’s fees 
is that each side pays for its own at-
torneys, regardless of the outcome of 
a lawsuit.  The patent law, however, 
has long required a loser in a patent 
case to pay the attorney’s fees of the 
opposing party in “exceptional cases.”  
In seeking to apply this vague phrase, 
the lower courts had created a series 
of rules that required a winning party 
to support a claim for reimbursement 
of its attorney’s fees by presenting 
“clear and convincing” evidence of 

“material inappropriate conduct” or 
an “objectively baseless case” or “sub-
jective bad faith.”  This standard was 
considered so difficult to prove that 
it was very rarely requested and even 
more rarely granted.
This year, in Octane Fitness, LLC v. 
Icon Health and Fitness, Inc., the 
Supreme Court unanimously wiped 
away all of those rules, adopting in-
stead a simple standard that a par-
ty’s negative actions must “stand out 
from others” if that party is to pay its 
opponents attorney’s fees.  A winning 
party may now support a claim for at-
torney’s fees without any higher evi-
dentiary burden by merely showing 
that the losing party’s case stands out 
in the lack of “strength of a party’s liti-
gation position” or the “unreasonable 
manner in which the case was litigat-
ed.”  This lower standard for recover-
ing attorney’s fees is significant for 
patent owners who may be thinking 
about filing patent infringement cas-
es prior to full diligence.  If the patent 

owner loses, an accused infringer can 
in more situations require the patent 
owner to pay its attorney’s fees, a very 
serious downside risk.

The Supreme Court also imposed a 
new standard this year on the level 
of specificity required in patents.  U.S 
patent law requires that patents must 
“particularly point out and distinctly 
claim the subject matter which the 
applicant regards as [the] invention.”  
In applying this standard, the lower 
courts had tended to give patent draft-
ers the benefit of the doubt, allowing 
a patent to survive if there were any 
possible interpretation of the lan-
guage that could be understood by 
skilled people in the field, such that it 
was not “insolubly ambiguous.”

However, in Nautilus, Inc. v. Biosig 
Instruments, Inc., the Supreme Court 
unanimously changed the application 
of this law.  The new standard created 
by the Court is that a patent must “in-

form, with reasonable certainty, those 
skilled in the art about the scope of 
the invention,” which will undoubt-
edly lead to more attacks against the 
clarity of language in patents.

These new rulings from the Supreme 
Court in 2014, each delivered by a 
unanimous court, show that patents 
will be scrutinised more critically by 
the courts and that patent-infringe-
ment lawsuits will become more risky 
endeavors for patent owners.  This 
trend also forebodes an increasing 
level of intervention by the Supreme 
Court in future patent cases, and 
therefore more uncertainty in U.S. 
patent law in the near term.  Anticipat-
ing shifting rules from the Supreme 
Court will require more sophisticated 
drafting of patent applications with 
thoughtful consideration of evolv-
ing judicial precedents, more careful 
predictions of how inventions will be 
copied by others, and exceptionally 
well-informed litigation strategies.
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