
One crucial aspect of running a success-
ful business or organization is effective 
recordkeeping.  While there are many 
types of records that one must be able to 
identify, organize, and access on short 
notice (e.g., corporate records, account-
ing information, insurance documents, 
deeds/leases), this issue focuses on an 
often overlooked area: intellectual prop-
erty recordkeeping, specifically pertain-
ing to trademarks and copyrights. 

1.   Types of Records to Keep 

There are different types of intellectual 
property records that should be organ-
ized and kept in a safe location.  The 
following list is representative of the 
types of important documents and re-
cords pertaining to your intellectual 
property that should be kept safely: 

Trademark Records 

Original sealed certificates of registra-
tion issued by the U.S. Patent and 
Trademark Office (“PTO”); certificates 
issued by state governments; dates when 
a trademark was adopted, first placed on 
a product or the product’s tags or pack-
aging, or first incorporated into advertis-
ing materials or a web site to advertise 
the services; a list of which products or 
services are offered or sold using the 

trademark; dates when those products 
or services were first offered or sold 
across state lines using that trademark; 
samples of product packaging, product 
tags, or advertising material showing 
the trademark; dates when a trademark 
ceased being used in connection with a 
particular product or service; informa-
tion regarding intent to resume use of a 
trademark. 

Copyright Records 

Original certificates of registration is-
sued by the U.S. Copyright Office; cop-
ies of completed works; copies of de-
rivative works; dates of creation of 
each work; date that each work (and 
any subsequent modified work) was 
first published, if applicable. 

Agreements & Licenses 

All executed agreements including ad-
dendums, exhibits and modifications.  
Examples of agreements could include: 
work-for-hire agreements, joint author-
ship agreements, author release forms, 
trademark and/or copyright licenses, 
nondisclosure agreements, confidential-
ity agreements, employment agree-
ments, trademark and/or copyright 
assignments. 
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2.   Importance of Keeping  
These Records 

Organized and accessible recordkeep-
ing of your intellectual property docu-
ments and information is important to 
your business for many reasons: 

Securing Your Rights 

Filing applications with the PTO and 
the Copyright Office helps to solidify 
rights and confer important federal 
benefits.  However, before you can file 
you must know the details of the rights 
you wish to secure.  Without proper 
and accurate details of use and changes 
to your intellectual property assets, you 
may weaken the rights of these assets 
and you may also open yourself up to  
claims of fraud on the PTO or Copy-
right Office if you knowingly attest to 
information that is inaccurate. 

Litigation 

Enforcement 

When you need to assert intellectual 
property rights over an infringer or find 
it necessary to defend your rights when 
approached by another entity, you will 
need to assess the strength of your 
rights and how best to proceed.  Effec-
tive recordkeeping will help you deter-
mine whether or not your company is 
the senior user and valid owner of the 
intellectual property in question. 

Discovery 

In any trademark lawsuit or adversarial 
proceeding before the PTO, during the 
discovery period you will be asked to 
produce information regarding length 
of trademark use, geographic scope of 
use, marketing collateral in which the 
trademark appears, channels of trade, 
whether the trademark has been altered 

or modified in any way, whether there 
have been any periods of sporadic or 
nonuse, as well as other information.  Or-
ganized and accessible recordkeeping 
will enable you to produce the requested 
information more efficiently and accu-
rately. 

Intellectual Property Valuation  

If you contemplate selling your business, 
or a particular division, or some of your 
intellectual property assets, then you 
must be able to accurately assess the 
value of your intellectual property portfo-
lio.  Oftentimes an outside consultant will 
be brought in to make a value determina-
tion.  Maintaining comprehensive and 
accurate records will be paramount to this 
process. 
 

3.   Establish a Plan 

We recommend following these guide-
lines to help with your intellectual prop-
erty recordkeeping: 

• Identify what is important. 

• Identify where your intellectual prop-
erty records are currently located and 
move them to a central, secure location. 

• Create a system for storing and re-
trieving.  Many companies scan old re-
cords for easy storage on a computer.  A 
spreadsheet and/or database also can be 
helpful tools. 

• Establish an official recordkeeper to 
minimize loss or confusion of records. 

Page 2 Dunner Law Dicta 

“Organized and 
accessible 

recordkeeping of 
your intellectual 

property 
documents and 
information is 

important to 
your business...”     

Document hosted at 
http://www.jdsupra.com/post/documentViewer.aspx?fid=ff4b8488-d14c-45a2-91f2-cc8c6b9fc180


	Dunner Law
	Dunner Law, Waterfront Center, 1010 Wisconsin Ave , Suite 660, Washington, D.C. 20007, 202-298-6002, www.dunnerlaw.com
	Dunner Law Dicta
	May 29, 2009
	Volume 2, Issue 2
	Page #
	Dunner Law Dicta


<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /None
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Error
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /CMYK
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments true
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /CreateJDFFile false
  /Description <<

    /BGR <>
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000410064006f006200650020005000440046002065876863900275284e8e9ad88d2891cf76845370524d53705237300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef69069752865bc9ad854c18cea76845370524d5370523786557406300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /CZE <>
    /DAN <>
    /DEU <>
    /ESP <>
    /ETI <>
    /FRA <>
    /GRE <>

    /HRV (Za stvaranje Adobe PDF dokumenata najpogodnijih za visokokvalitetni ispis prije tiskanja koristite ove postavke.  Stvoreni PDF dokumenti mogu se otvoriti Acrobat i Adobe Reader 5.0 i kasnijim verzijama.)
    /HUN <>
    /ITA <>
    /JPN <FEFF9ad854c18cea306a30d730ea30d730ec30b951fa529b7528002000410064006f0062006500200050004400460020658766f8306e4f5c6210306b4f7f75283057307e305930023053306e8a2d5b9a30674f5c62103055308c305f0020005000440046002030d530a130a430eb306f3001004100630072006f0062006100740020304a30883073002000410064006f00620065002000520065006100640065007200200035002e003000204ee5964d3067958b304f30533068304c3067304d307e305930023053306e8a2d5b9a306b306f30d530a930f330c8306e57cb30818fbc307f304c5fc59808306730593002>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020ace0d488c9c80020c2dcd5d80020c778c1c4c5d00020ac00c7a50020c801d569d55c002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /LTH <>
    /LVI <>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken die zijn geoptimaliseerd voor prepress-afdrukken van hoge kwaliteit. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /POL <>
    /PTB <>
    /RUM <>
    /RUS <>
    /SKY <>
    /SLV <>
    /SUO <>
    /SVE <>
    /TUR <>
    /UKR <>
    /ENU (Use these settings to create Adobe PDF documents best suited for high-quality prepress printing.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /ConvertToCMYK
      /DestinationProfileName ()
      /DestinationProfileSelector /DocumentCMYK
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure false
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles false
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /DocumentCMYK
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /UseDocumentProfile
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


